NEW OR ORIGINAL CHAPTER 13

CHAPTER 13

NEW OR ORIGINAL

INDEX

13.1 Introduction

13.2 Check Ligt

13.3 Section 17

134 New Or Origind

135 Immaterid Detall & Features Commonly Used In The Relevant Trade.
13.6 Immaterid Detall

13.7 Features commonly used in the relevant trade

13.8 Combinations of old festures

139 Obvious adaptation

13.10 Priority date

13.11 Identica priority dates

13.12 Registered, published or used in augirdia

13.13 Regigtered

13.14 Using unregistered gpplications to establish lack of novelty or originaity
13.15 Published

13.16 Copyright and Prototypes

13.17 Used

13.18 Exhibitions

13.19 Egtablishing absence of novety or origindity

13.20 "Mosaicing" evidence of publication or use.

13.21 Other means of establishing lack of novelty or originality
13.22 Non-specific Evidence For Lack Of Novety & Origindity.

AUSTRALIAN DESIGNS OFFICE EXAMINATION MANUAL SEPTEMBER 2001



NEW OR ORIGINAL CHAPTER 13

INTRODUCTION

131 Theintention of dl intellectua property legidation isto protect things that would commonly
be referred to as "unique’, "new" or "origind" however these words may be defined. The
vdidity of any such protection hinges on these factors. Consequently Section 17 of the
Desgns Act requires that, to be regigtrable, a design must be "new or origind™.
Determining whether adesignis'new or origind" is therefore fundamenta to registration.

"New or origind" in the sense used in the Designs Act means that a design mugt be different
to any other design that has been available to the Austrdian public before the priority date
of the gpplication. How much and in what ways the design has to be different will be a
matter of judgement in each case and will depend mainly on what type of article the design
Isto be applied to.

However, designs that have been adapted from an artistic work that is protected by
copyright must be treated as if they are new or origind in spite of the fact that they have
been available to the Audtralian Public before the priority dete of the application.

Chapter 15 - "Searching" isrelated to novelty and origindity.

CHECK LIST
13.2 What are the amilarities? Arethe designsidentica ?

What are the differences between the two designs ?
Arethey immateria ? (Isthe art wide or close ?)
Are they features commonly used in the trade ?

Isit an obvious adaptation of a previous design ?

Isit acombingtion of old festures ?

What are the priority datesinvolved ?

Can the date of publication or use be substantiated ?
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13.3

134

SECTION 17
With the sgnificant phrases underlined, Section 17(1) of the Act reads asfollows:

17.() Subject to this Act, adesign shal not be registered unlessit isanew or
origind design and, in particular, shal not be registered in respect of an articleif the
design -

@ differsonly in immaterid detalls or in features commonly used in the rlevant
trade from a design that, before the priority date in respect of the
gpplication for regidration, was registered, published or used in Audrdia in
respect of the same artidle; or

(b) isan obvious adaptation of a design that, before the priority date in respect
of the gpplication for registration, was registered, published or used in

Audrdia in respect of any other aticle.

Each of the underlined tarms will be dedt with in detail in what follows.

NEW OR ORIGINAL

Judicid opinion has been divided as to whether to consider the words "new” and "origind"
as dternatives or as a combined requirement. (See Malleys Ltd v. J. W. Tomlin Pty Ltd
35 ALJR 352 which suggested that they were dternatives and Aspro-Nicholas Ltd.'s
Design Application [1974] RPC 645 which suggests that they be treated as a combined
requirement.) Malleys v Tomlin (above) isthe prevailing view and is reflected in the
requirements of S.17(1) (a) & (b).

While much has been made of the digtinction between the words "new” and "origind” in the
decided case law, the digtinctions have little if any practical effect on examination. All
consderations of novelty or originaity will be directed towards parts (a) and (b) of 17.(1)
ie. determining:

1) whether the design has dready been gpplied to the same article

or,

2) whether it has dready been gpplied to asmilar article
While Malleys v.Tomlin used the words "article of analogous character" instead of "smilar
article" in 2) above the DLRC decided to use the words "obvious adaptation” instead. The
intent appears to be the same though the practical implications were probably different.
Thereareno judicia decisonsthat actually set out another test for "novelty or origindity”

gpart from what is defined in parts (a) & (b) of s17(1). (See dso Malleys Case (1960)
77 W.N. (N.SW.) 723).
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At the very lesst "origind" does not mean "originating from a particular author” asit doesin
copyright law and "new" does not mean "just purchased” asit would to a consumer.
Whatever the terms may have been intended to mean, the basic requirement is that the
design should not have been available to the public in Audtrdia before the priority date of
the gpplication. (See"priority date’ below). Theissuesinvolved are treated in detall
below.

IMMATERIAL DETAIL & FEATURESCOMMONLY USED IN THE RELEVANT TRADE.

135 Section 17(1)(a) describesthe test that is to be applied when considering the novelty or
origindity of a design when compared to other designs applied to the same article. That is,
to be new or origind, the differences between a new design and those aready existing must
be sgnificant (or materia) or be more than would ordinarily be expected in the trade that
produced it. These are dterndive criteria A designisnot new or origind if it fallson
either ground. The tests are described in detail below.

The criteriaoutlined in Section 17(1)(a) are dso usad in judging the differences between
the itemsin a st (see Chapter 10) and judging whether adesign is digible for regigtration
under Section 25D (see Chapter 19).

IMMATERIAL DETAIL

13.6 It is not sufficient to point to any differences between a design and a previoudy published
one to etablish novelty or origindity. The differences must be substantial or sgnificant,
taking into account the sort of article that is being considered.

When congdering the design of dress collars Bagdly LJ (in Le May v Welch (1885) 28
Ch D 24) commented that atrifling change such as the location of a stud on a collar was
not sufficient to make it new or origind. Such a difference would be immateriad. By

implication there would need to be some more significant difference to judtify registration.

InLe May v Welch (1885) 28 Ch D 24 Jacobs Jin congdering the novelty or origindity
of achair commented that, in the case of chairs, it was not likely that there would be any
dramatic differences between a new design for a chair and what has gone before. To be
new or origind the differences were likely to be within asmal compass. In such acase
"smd|" differences were likely to be materid.

When congdering differences then, the nature of the article being judged is crucid.
Whether adifference isimmaterid will be amatter of judgement in each particular case.
The examiner may not be familiar with al the prior art involved in every technology and so
isnot dwaysin apogtion to indg that a difference is materid or immaterid. If the
examiner has expertise in a particular field then there is nothing stopping them from using it.

In most case though, unless the difference iswhat a member of the public would regard as
an immaterid detail (eg. the length of atable where dl other details are the same) orisa
difference that has been determined by law to be an immateria detail then that difference
must be trested as materid.
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FEATURESCOMMONLY USED IN THE RELEVANT TRADE

13.7 A design will not be new or origind if the differences it exhibits from previous desgns are
only what would normaly be expected in the trade that produced it eg. putting running
spikes on shoes (Phillips v Harbro Rubber Co (1920) 37 RPC 233) or "tufting” on a
cushion (J Rapee & Co Pty Ltd v KAS Cushions Pty Ltd (1989) IPR 577). Thisis
intended to ensure that a tradesperson can exercise their normal skill without fear of
infringing adesign. Itislikey that atrade variant will aso be an immaterid detail, but not
adways. (J Rapee & Co above at 591).

Aswith immeaterid detall, determining whether a difference isatrade variart will be a
matter of judgement in each particular case. Generdly the examiner will not be familiar with
the technology involved and so is not dways in apogtion to ingst that adifferenceisa
trade variant, though if the examiner has expertise in a particular field then they are entitled
to useit.

In most cases though, unless the difference is what a member of the public regardsasa
trade variant or is a difference that has been determined by law to be atrade variant, then it
cannot be considered to be a trade variant.

COMBINATIONSOF OLD FEATURES

13.8 A design may be composed entirely of old features and sill be new or origind. In
Australian Building Industries Pty Ltd v Woodman McDonald (Glass) Pty Ltd & Ors
(1986) AIPC 90-302 Kdly ACJ determined that while dl the features of a particular gutter
had been used before, the combination before him was new and therefore entitled to
regigration.

OBVIOUSADAPTATION

13.9 If adesign istaken from one article and applied to any other article the design may be sad
to have been adapted to the new article. If it would be obvious to do so then it would be
an obvious adaptation. For instance, while it has not been tested, it may well be an obvious
adaptation to make amodd car in the shape of the red car snce doing such athing is quite
common and to most people an "obvious' thing to do.

"Obviousness' has been dedlt with under Patent law ()  and has been treated as what:

"askilled but unimaginative craftsman possessed of the common genera knowledge
in that area and faced with the task of conceiving a design to apply to that particular
atide"

would produce in the norma course of their trade. It is suggested, for example, that it
would take no imagination for amode car maker to adapt the design of afull sized
automobile to ascalereplica

It might be more obvious to transfer a pattern from one article to another then it would be
to trandfer its shagpe. For example it might be relatively obvious to take the pattern of a
doona cover and gpply it to alampshade or curtain. It might be |less obvious however to
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take the shape of a bonnet and apply it to a coal scuttle (See Clarke's Registered Design
(1896) 13 RPC 351 at 359).

Whether a design is an obvious adaptation of another will be a matter of evidence in each
cae. Unlessthe examiner iswdll acquainted with the field or the adaptation has been
determined by law to be obvious, or iswhat a member of the public would consider to be
obvious, then the adaptation must be considered as not obvious.

PRIORITY DATE

13.10 The priority dete is the date from which the design must be new or origind. In the absence
of aconvention claim or aclam for divisond status, the priority date will be the date of
lodgement (S.21(2)).

If there is a convention claim, then the priority date will be the date of lodgement of the
basi ¢ gpplication in the convention country.

If thereisavdid clam for divisond status, the priority date will be that of the parent. In
the case where the parent has claimed convention priority, it is not clear from the Designs
Act what the priority dete will bein every case. Generdly, if the design of the divisona
child case was shown in the copy of the basic application documents lodged with the
parent then the child case would take the lodgement date of the relevant priority document
asits priority date. If the design was not disclosed on the copy of the basic gpplication
lodged with the parent, then the priority date of the child will be the lodgement date of the
parent.

IDENTICAL PRIORITY DATES

13.11 In the case where there are two identical designs with same priority dete, the Registrar is
obliged to register both designsiif they are otherwise suitable (S.22(b)).

REGISTERED, PUBLISHED OR USED IN AUSTRALIA

13.12 The Designs Act only requires novelty or origindity of adesgnin Audrdia Any
registration, publication or use of the design outsde of Audtradiais not relevant and cannot
be taken into account.

If the design was published or used in Audtrdia without the knowledge or consent of the
owner, then the design may till be consdered new and origina once the facts of the case
have been established and the owner has wasted no time in gpplying for registration of the
design (Section 46A).

REGISTERED

13.13 "Registered” means registered under the Designs Act 1906. Under subsection 27A(1), a
design is deemed to be registered as of the date of lodgement of the application. Thus
under subsection 17(1) adesign will not be new or origind if beforeits priority date, an
application for an identical or smilar design was lodged and the earlier design is
Ssubsequently registered.
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USING UNREGISTERED APPLICATIONSTO ESTABLISH LACK OF NOVELTY OR
ORIGINALITY

13.14 Unregistered gpplications can thus be used as the basis of establishing lack of novelty or
originality.(See chapter 15). Thus each search should include a search of pending
applications

If an gpplication for asmilar design is found which was lodged before the priority date of
the gpplication under examination, then the gpplicant should be advised of the existence of
the earlier gpplication by identifying the application number, title and gpplicant. The
applicant should aso be advised that an opinion regarding novelty or origindity will be
reserved pending registration or refusal of the prior gpplication.

In the case of expedited examination, if aprior gpplication is found, then examination of that
prior gpplication should be commenced if it has not dready been s0."

In such cases the applicant would not know precisely what the other design is, and must
wait until it is registered or lgpsed. This could mean thet if the prior gpplication is not
resolved quickly, then the second applicant does not redly get the full period available (12+
months) to respond to the reg. 14 notice. There are no provisions under the Act or
Regulaions which dlow usto extend this.

To avoid thisaletter, rather than areg. 14 notice, should be issued on the origind
application, pointing out that thereis a prior lodged application and that areg 14. notice will
be issued when that prior application isresolved (ie. is registered or lapsed).

A note should be placed on the prior gpplication to the effect that the origina gpplication
needs areg. 14 notice when the prior application isregistered or |gpsed.

If the prior application is registered then full disclosure of the representations of thet design
may be made. If the prior gpplication lapses or is refused regigtration then the objection to
lack of novelty or origindity on the origina application must be withdrawn.

It has not been determined what would happen if the lapsed gpplication is restored at some
later stage.

PUBLISHED
13.15 RicketsoninThe Law of Intellectual Property (1984) at [18.17] says:

""Publication” refersto the anticipation of adesign by some prior documentary
description”.

Thus any document, be it a trade magazine, atext-book, a dictionary, a pamphlet or an
OP! Patent specification or any smilar document or printed materid may establish
publication. (See Chapter 15). The wording of a patent specification may be taken into
acocount, aswell as any drawings that might accompany it (S Travers Ld's Application
68 RPC 255 at 259) .
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COPYRIGHT AND PROTOTYPES

13.16 It is possible that the disclosure of adesign in adocument or printed work may only
condtitute the revelation of awork of art, or awork of artistic craftsmanship according to
the Copyright Act (1968) and thus cannot be used to establish lack of novelty or
origindity. Also, it has not been findly determined that a prototype isawork of artistic
craftsmanship. (On both matters see Chapter 12).

Inthefirg ingtance, if the examiner believes that a design has been published or used, the

details of the publication or use may be used as the basis of an objection to the novelty or
origindity of thedesgn. It will then be amatter of evidence as to whether the publication
was in fact a genuine anticipation or a disclosure of awork of art or artigtic craftsmanship.
(See Chapter 12).

USED

13.17 "Usg" occurs when an article embodying the design is revedled to the public or individud
members of the public without any obligation on them for confidentidity. The design need
only be visible to amember of the public for it to be "used”. Thus a photo taken in public
and used as a representation in the gpplication may establish prior use.

However if adisclosureis secret or confidentia then no prior use can be established.
(Section 17 (1A)).

EXHIBITIONS

13.18 If the article was on display (ie. "used") or disclosed in adocument (ie. published) at an
officid or officialy recognised exhibition, "prior use" cannot be established so long asan
application for registration of the design islodged within Sx months of the opening date of
the exhibition (Section 47).

ESTABLISHING ABSENCE OF NOVELTY OR ORIGINALITY

13.19 In most casesit will be necessary to establish lack of novelty or origindity with substantia
evidence.

Details to be supplied in each case are:
Regidration:  -The registration number.
-The priority date.
-A copy of the design.
Publication: ~ -A copy of the dleged disclosure
-The date the publication was available to the public. Eg. the

accession dateif it isalibrary book or journd, or theissue dateif it is
acommonly avalable magazine.
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Use: -A gtatutory declaration from the parties aware of the use detailing
the nature of the alleged use together with evidence that the use
referred to the article in question eg. photos, brochures, the article
itself. (See13.21 below.)

Generdly only prior regigtration and prior publication can be supported from the search
materid availablein AIPO. See para 13.21 below for establishing prior use.

"MOSAICING" EVIDENCE OF PUBLICATION OR USE.

13.20 An objection to novelty or origindity should not be sustained by showing a number of
different designs which each contain an dement of the given desgn. Designswhich area
combination of old features may well be new or origind (See 13.8). Only a single source
of evidence should be usad to substantiate lack of novelty or origindity.

However, reference to various different designs may be useful in showing that acertain
element of adesign is common and therefore either immateria or common to the trade.
Thisisrarely necessary though.

OTHER MEANSOF ESTABLISHING LACK OF NOVELTY OR ORIGINALITY

13.21 Evidence for lack of novety or origindity may be gained from any legitimate source o long
as adate for their disclosure can be well established and a suitable picture or drawing can
be provided.

Sources or circumstances other than the documents detalled in Chapter 15 might include:

Photosin public. Photos lodged with the gpplication that show the article obvioudy in
clear view of the public may well show that the design was disclosed to the public, ie. used,
before the priority date of the application. This may be raised asavaid objection to
novelty and origindity. (See" use' 13.7 above)

Use known to the examiner.  If the examiner actudly owns an article which they
believe would be vdid in substantiating lack of novelty or origindity and can establish the
time from which it has been in higher possesson, and can supply an illudtration of the article
then avaid clam to novelty or origindity may be made. The same gppliesif they are
aware of anyone dsewho owns the designed article. In thefirst instance it may only be
necessary to date that the examiner or some other person has such an article in thelr
possession. The substantia evidence required to establish "use' would then only be
required if the original clam is contested.

Evidence from vendorsothers Same as above.

Self revelation.  Occasondly an gpplicant will state that the design was available to the
public well before the priority date of the application. They must be informed that their
design was not new or origind at the time of lodgement and is therefore not entitled to
regigtration.
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NON-SPECIFIC EVIDENCE FOR LACK OF NOVELTY & ORIGINALITY.

13.22 There will be occasions when the examiner fed's, with good reason, that the design before
them isnot new or origind but after extensve search can find no evidence of prior
publication or use to back up their impresson. While purely speculative clams should be
avoided, it is not dways necessary to supply substantial evidence.

In Eise and Mitchells Application (1967 AOJP 1538) the Deputy Registrar maintained
that it was not necessary for the examiner to produce substantial evidence to establish that
abranched plumbing fitting lacked novelty or origindity. In the case of such common
articles, he sad, it was not beyond the examiner to know what was common to the trade,
and that it was unlikely that such acommon feature of plumbing would be illustrated in any
publication.

A dmilar view wastaken in Trusteel (Australia)'s Application (1978 AOJP 3600) about
a connector plate, that conssted of a plain plate with two studswelded to it. The registrar
agreed with the examiner when he/she stated that it was unlikely that illustrations of such
commonplace features could be found. In support of his decison hereferred to S.
Travers Ld's Application (Op Cit) in which, at 258, LIoyd-Jacobs J. said:

"It isafundamentd point of law of design that the privilege of regigtration should not
be given to trifling variations, of the kind which a craftaman might be expected to
introduce in carrying out his ordinary day to day trade."

And a 259 he said:

"....the more common the knowledge as to generd features of adesign in the trade,
the more difficult it may be to secure representations of such design in current
literature. So far as| know, there are no public funds available which would justify
the Patent Office in procuring physica embodiments of common designs for the
purpose of demonstrating to a dissatisfied gpplicant particular features of common
genera knowledge, and it is| suppose, not unreasonable to assume, so far as
representations are concerned, thet it isonly if the Office isfortunate in tracing a
representation put out by someone who thinks that it might serve hisinterest - a
position which becomes less and less likely the more the design is common to the
trade - that examination of cata ogues, textbooks and the like will enable the Patent
Office to produce avisud indication.”

13.23 The following should therefore be kept in mind when consdering the novelty or origindity
of aDesign for which no prior publication or prior use can be established:

1.  Asearch can only be conducted within the resources available.

2.  Theofficewill never have all the possible search material availablein
any one art-field. The resources required to conduct an exhaustive
search would be prohibitive, even if it were possible or even desirable to
conduct such a search. See chapter 15 regarding guide-lines for
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searching. Extensive searches should only be conducted where the
likelihood of finding something is high.

3. Itisunlikely that illustrations of commonplace designs will be available.

5. Asfar asit lieswithin the power of the Registrar of Designs, registration
of designs that would hamper normal trade practice should be avoided.

4.  Itisnot the responsibility of the applicant to prove novelty or originality.
It isthe responsibility of the examiner to clearly show that the design is
not new or original before registration can be refused. The applicant
should always be given the benefit of the doubt.

5. Anyone may object to the registration of the design during the first 11
months of registration (S27A 4.) on the grounds that it was not new or
original at the time of lodgement.

6.  Pointing out a possible lack of novelty or originality to the applicant may
warn them of possible future conflict if they proceed with the
registration.

7. Aprivate applicant may be intimidated by an unsupported claim that
their design is not new or original.

8.  Arequest for a novelty statement may be made if the examiner can
support a case that the design is very similar to a number of existing
designs which they would not otherwise use as a claim for lack of novelty
or originality (see para 6.4).
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