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INTRODUCTION

14.1 This chapter of the manud asssts the examiner in knowing the role of an examiner and the
purpose of examination. 1t aso sets out awell regulated set of proceduresto help the
examiner develop methodicd, efficient work practices throughout al facets of examination
and includes-

- Therole of the examiner,

- The purpose of examination,

- Guidelines for searching and indexing,
- Acceptable first and further reports,

- An examination check lidt,

- Expedited examination,

- S.27B, Extensons of time

- Third party submissions,

- Ad-hoc correspondence,

- Under payment of fees,

- Dedling with the clearance of correspondence,
- Sgning off and

- Ownership that has been assigned.

ROLE OF AN EXAMINER

14.2 It istherole of the examiner to assst applicants to gain the best registration/protection for
their designs within the meaning of the Designs Act. The examiner should therefore be
helpful rather than obstructioni<t.

It is aso the respongibility of the examiner to clearly show that adesign is not new or
origina before regidtration can be refused. 1t is not the respongibility of the applicant to
prove novelty or origindity.

PURPOSE OF EXAMINATION

14.3. The purpose of examination isto act asa"coarse Seve' to separae clearly unregisrable
applications from those that are regigtrable.

Regigtrability does not guarantee certainty.

An exhaudtive search is not possible within the time and resources available to the Desgns
Office. The Designs Office does however, search through publications or relevant trade
brochures and records of design regisirations and gpplications. The office will never have
al possible search materid avallable in any one art-fidd. 1n addition the examiner will not
know every manufactured or hand made article and, therefore, cannot search/prove prior
use of such articles unless very obvious.

For further information refer to Chapter 15 for " Searching” and Chapter 13 for "New or
Origind" in this manudl.
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INDEXING

14.4. One of the first tasks an examiner will be required to performis"indexing" or "classfying"
of gpplications.

Detailed information is given in section 16 of thismanud.

STEP1

COMMENCING EXAMINATION
145 The same steps apply to applications that have been expedited. (see paragraph 14.14)

BRINGING-UP CASESFOR EXAMINATION

145.1 Before commencing examination the examiner will need to obtain applications due for
examination. The term used is"Bringing up cases'.

Applications should be examined in grict numerica order so it iswith thisin mind thet dl
the examiners should only take as many cases as can be reasonably handled in one week
ie. about 20 casefiles.

PROCEDURES

1452 To "bring-up" abatch of cases for examination, the examiner must first refer to the bring-up
screen on DESADMIN, thiswill show the next lot of numbers to be selected.

Take the rdlevant range of casesfrom file. When reaching the last number check to seethe
name of the gpplicant and the name of the article. If the following applications have been
meade by the same applicant, the examiner should examine those as well for consstency in
the reports.

(Where possible gpplications lodged on the same day by the same agpplicant, should be
examined by the same examiner asit is much easier for the gpplicant or hisher agent to
ded with the one examiner.)

If the following applications are different they should not be brought up. If they are from the
same applicant, take them dl. Thisiswhy you cannot aways strictly take a batch of 20
goplications a atime. The number may vary for different reasons. Sufficeit to say, you
should not take large batches of say 40, 50 or 60 cases because it could conceivably take
much too long to examine so many cases and they would then lose their place in the order
of examination.

The examiner should only select those numbers that have been taken by them. Those cases
that are missing from the bundle, should not be salected on the screen. The casesthat are
missing may have dready been examined.
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Isolated numbers before the main batch of consecutive numbers may be back infile, if they
are then they should be taken to make up a batch for examination.

Record sdected gpplications on DESADMIN by typing an"s" in front of the rlevant
number. Then press'ENTER' and the cases will automatically be assgned to the examiner.

The examingr should then initid the front of the casefile.

It is then the respongibility of the examining officer to consder dl aspectsrelating to
examination up until the gpplication can be cleared. However only supervising examiners
have the delegation to clear an gpplication for registration.

STEP 2

CHECKING CORRESPONDENCE AND STARTING AMENDMENT SHEET.

14.6 All correspondence pertaining to the gpplication should be fastened to a grey card marked
"Correspondence’.

Read the correspondence to see if there are matters that will need to be addressed in your
report. One such important example iswhat is known as a "third party submisson”. Thisis
dedlt with in more detail in paragraph 14.15 in this chapter of the manual.

All amendments from lodgement and those during examination should be noted on the
amendment sheet.

Examples of amendments between lodgement and prior to examingtion are--

(@ Adding astatement in support. The name of the author will need to be entered as an
amendment as it would not have been captured on lodgement.

(b) Representationsthat may have to be substituted, deleted or added.
() Change of address. If the change is made to the resdentia address then this

amendment along with al the others, except for address for service can wait until the
gpplication is cleared.
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Address for service should be amended on DESADMIN as soon as the request is
received, providing it is an dlowable amendment.  (For more information see paragraph
17.5 of this manud).

It is good practice to update the amendment sheet with each alowable amendment as and
when they are made. Thiswill save time and effort when later making the clear report
because the examiner will not have to keep rereading past correspondence.

An amendment sheet is printed on the back of the case file and aso on a separate sheset.
Either can be used, depending on preference.

Begin by recording the following detalls on the amendment sheet.

* Application number and yeer.

* Name of examiner.

* Details of amendment and action to be taken.

* Folio number and date of when the amendment request was made.

During examination, if the separate amendment sheet is preferred, it should be stapled to
the ingde of the front cover so that it can be easly found when clearing the case.

STEP 3.

COMPLETING THE EXAMINERS REPORT.

14.7 On the ingde front cover of the green gpplication folder there isaprinted "Examiners
Report".

(& Search Directions.
Thefirg part rlaesto searching details. The main class for searching will be written on the

front of the application folder a the time of indexing. However, if the examiner thinks that
there are other classesthat are relevant to the search they will be marked in this area.

(b) Representation for Card:
Thisiswhere any specid ingructions regarding representations are given to the Operations
gaff when the gpplication is being indexed. (See indexing proceduresin Chapter 16 of this

manud.

(©) Smilar designs.
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Thisiswhere any smilar desgns, rdaed art or s 17 citations found during searching are
noted. If nothing was found then an entry of "Nil" should be made.

(d) Comments:
Any comments regarding any of the above should be written here.
(e) Publications Searched:

Thisis where the examiner indicates any publications, other than the search cards, in which
a search has been conducted.

Finish off with your sgnature and the date on which the search was conducted.

CHECK LIST

14.7.1 Thisisfor the examiners use. Itisacheck list to ensure thet dl the rlevant formdities
have been checked. Correct formdities can beticked. Incorrect formalities can be
crossed. Notes can be made as to which objection should be raised. Any other comments
the examiner fed's necessary or helpful can be noted.

The following isthe check list in the order it gppears with explanations as to how to ded
with each item:

Formdities:
1.  Document requirements.

Application documents should consist of -

* 1 x Application form 1 (part 1).
* 1 x Statement in Support/Devolution of Title (part 2 of form 1).
* 7 s=ts of representations. (An absolute minimum of five sets of

representations may be accepted depending on the circumstances).
* Forms 2 are no longer required, but one or more may be lodged.
2. Application Formdlities:
The following should appear on every application:

* Name of Applicant.(See Chapter 9. Ownership.)
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* Address of the Applicant should be a place where any lega papers can
be served if necessary eg. Residential/Business address/ Roadside

Mailbox (RMB) NOT A P.O. BOX. except in exceptional
circumstances.
* Date and Sgnatures. All gpplicants mugt sign if there are more than one.

Origind sgnatures of applicant/s or their agent not photocopies.
Rubber stamp type signatures are acceptable from patent attorneys.
3. Addressfor sarvice:
Address for service can be:-
* The same as the gpplicant address or otherwise. Can aso be aP.O. Box
number.
Other formdlities.
4. Trandations.

Thisrefers to s49 Convention Documents that are not written in English. See
paragraphs 20.12 through to 20.15 of this manual.

5. Convention Documents.

This refers to gpplications requesting consideration under s.49 of the Designs
Act.See paragraphs 20.9 through to 20.11 of this manud.

6. Additiond:

Not dways included on gpplication form. This only refers to applications making a
clam under s.25D of the Design Act. See Chapter 19 of this manual.

7. Divisond:
Not dways included on gpplication form. This only refers to applications making a
clam under s.22C of the Design Act. See Chapter 18 of this manual.

8. Statement of Monopaly:

This satement is optiond and is not dways included on the gpplication form. See
Chapter 5 of this manual.
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9. Statement of Novelty.

Not always included on application form. See Chapter 6 of this manud.

10. Title:

Thisrefers to the name of the article and should aways be included on the
goplication form. (See paragraph 1.6. of this manua for more information).

11. Devolution of title/Statement in Support:

It is not dways included with the gpplication on lodgement but must be lodged before
the application can proceed to regigtration. See Chapter 9 of this manual.

12. Representations.

An gpplication cannot be deemed aslodged unlessit contains &t least one
representation. However, if an gpplication file does not contain a representation
when you begin examination, a check of the relevant class in the search materia
should be made. The reason for this is that sometimes a mistake is made and the only
representationsis used asthe search file representation, instead of a photocopy
being taken. It should be taken from the search file and photocopy should be placed
on the search file.

The origind representation lodged must aways remain with the gpplication. See
Chapter 11 of thismanua for guidance on representations.

13. Substantive objections:

This refers to objections taken under mgjor sections of the Act. For example. s17
for newness or origindity; s. 22¢ because the gpplication contains more than one
design; s.25D because the design is an obvious adaptation, or differsonly in
immateria details, or in festures commonly used in the relevant trade to aregistered
design, dready owned by the applicant.

14. Clasdfication:

This refersto the classfication that has been given to the design. The examiner should
check the class and consider whether other classes need to be included or searched.
If the classification needs to be changed then it should be written down on the
amendment sheet so that DESADMIN can be amended later. The classification will
aso have to be dtered on the front cover. The representation in the search file will
need to be refiled in the correct classes.
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If more information is needed before the article can be classfied correctly then this
should be requested from the gpplicant in the Reg.14 report. When areply is
recelved giving you the nature and use of the article it can then be correctly indexed
and the appropriate search carried out. A note should be made that the search will
be made when thisinformation is recalved to remind you thet thiswill need doing
before the application can be given aclear report.

STEP 4.

SEARCHING

14.8 The next step in examination will be to conduct a search of the records to establish
newness and/or origindity of the design.

Guide-lines for searching can be found in Chapter 15 of this manual.

STEPS.

WRITING/TYPING THE FIRST REG.14 REPORT

14.9 A magor part of an examiners task iswriting/typing reports in accordance with the Designs
Act and Regulations.

The actua physica task of writing your reports is accomplished by using aglossary or
format specialy written for design reports on the word processing package.

A st of ingructions on how to use this glossary together with al DEXTR word processing
codesis part of an examiner's equipment. The examiner is urged to make themsdaves
familiar with dl the codes available as these are most useful.

They dso asss in Departmental Occupeation Hedlth and Safety policies by ensuring that
time spent at the keyboard is kept within recommended Guide-lines.

If adeficiency exists in these codes the examiner is encouraged to write hisher own and,
after consultation, submit them for incluson into the design glossary.

AUSTRALIAN DESIGNS OFFICE EXAMINATION MANUAL SEPTEMBER 2001



EXAMINATION PROCEDURES CHAPTER 14

By using these codes wherever possible it

* achieves congstency throughout the Exam Section.

* saves time and speeds up the report writing process.

* ensures use of plain English.

* encourages hedlthy work practices by reducing time spent at the keyboard.

ORDER & NUMBERING OF OBJECTIONS.

149.1 Objections should be written in order of importance and you can use the order in which the
objection iswritten in the list of word processor codes as an gpproximate guide.

Every objection taken is numbered consecutively throughout the first report so that the
examiner in and the gpplicant can eadly identify which objection is being referred to.
When writing further reports the numbers should continue on from the last report.

GUIDE-LINESFOR AN ACCEPTABLE REPORT

14.9.2 To communicate effectively and achieve an appropriate response there are certain elements
agood report should contain. They are:

1

All objections should read clearly. Use plain English. Target the report to the
gpplicant. The report must be so clear and comprehensive that the gpplicant isleft in
no doubt as to how to amend the gpplication so it may be accepted.

All objections should comply with the Designs Act, office practice and case law
precedent.

Do not mix different grounds of objection, e.g. an objection to entitlement with an
objection to statement of monopoly.

All serious objections are taken. A serious objection is one that if not taken could
invaidate the design regigtration.

No piecemed examination. If you need to reserve an opinion clearly date that fact.
E.g. you cannot make a search; representations are for more than one design and
you have only searched one of them.

If any objection is based on an assumption then clearly state that assumption. E.g.
assuming that something appears to be common to the trade.

Citations are correctly identified. The publication dete in Audtraiais given. Copies of
the citations are attached or information as to where copies can be obtained is given.
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8.  Objectionsto application form and/or statement in support are accompanied by
photocopy of the lodged form showing the deficiency or error objected to. If
appropriate, blank forms are provided for the applicant to use to overcome an
objection.

9.  All enclosures are attached.
10 Find date for responseis shown.
11. Contact telephone number isgiven.

12. Explanations are given, in broad terms of how to propose amendments to overcome
the objections and what are alowable amendments and an amendment sheet is
provided for each private applicant.

13. Non-statutory matters should be presented as a note to the report.

NOTE:
The examiner should avoid implying thet "Thisis done becauseit suitsus' in
reports, because it sends a second message; "We don't care about you.”

FINAL STEP:

14.9.3 After completing the report al the above "eements’ should be checked (except No 10 for
alst report) and documents to be included attached to the report. One copy of the report,
plus photocopies of citations or other relevant documents should then be placed on the
grey "Correspondence" card. When passing the application to the supervisor, the
applicants copy and enclosures are to appear firgt, the correspondence card and
application documents should then follow, ready for the supervisor to check and sign.

FURTHER REPORTS.

1494 "Furthers' is the term used for gpplications that have had an adverse report issued. As
these cases may have time limits in which to overcome objections, the examiner should
check to see how close they are to the find date.

The applicant has 12 months from the date of the reg. 14 notice in which to overcome any
objectionsraised. After that aReg. 16 noticeis sent and the gpplicant then has a further
three months from the date of that notice to overcome objections. After the expiry date of
the reg 16, gpplications automaticaly lapse. If the applicant wishes to continue with the
application arequest for an extension of time under S27B of the Designs Act will have to
be lodged. See paragraph 14.13 of this manual.

All the information needed in checking the final date can be found on the DESADMIN
enquiry screen.
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The examiner should endeavour to process dl furthers within the week they are received.
Two weeks should be the maximum. However, gpplications nearing the find date and
expedited cases should be processed as soon as possible after receipt.

See paragraph 14.14 of this manua for information on Expedited cases.
Allowable amendment & Processing.

See Chapter 17 of this manud which gives full details on dlowable amendments and
paragraph 17.05 for procedures on how to complete a clear report.

WRITING FURTHER REPORTS.

14.9.5 These are produced in the same manner as st reports. The information the examiner needs
to complete the sandard parts of the report will be dightly different but should cause no
problems. If afurther report is raised, the examiner should clearly indicate which
objections have been overcome, and those that have not.

The only mgor difference will be when completing the bottom paragraph regarding the fina
date.

Further report - within the 12 month time limit for reply.

The examiner will have to inform the applicant when thistime limit expires. The date is
taken from the date of the first Reg 14 report. |If the date of the first report is 14th June
1993 then the Find date will be 14th June 1994 i.e. 12 months after the issue date of the
first Reg 14 notice.

The endings of these reports are dightly different depending on whether you are writing to
an atorney or a private applicant:-

@ For a private applicant:
FINAL DATE for aresponseis 14th June 1994.

(b) For an attorney:
FINAL DATE for the purposes of regulation 16 is 14th June 1994.

Further report - when r.16 notice has been sent.

When the twelve month time limit has expired a Reg. 16 notice is sent to the gpplicant
dating that the FINAL DATE will be 3 months from the date of that notice. A check on
DESADMIN will show firdly if a Reg 16 notice has been sent and, if so, the final date for

reply.

Thisfina date for reply is then the date to be used.
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When this date is expired then refer to paragraph 14.16 of this manua on how to proceed
further.

Further reports - when an application has lapsed.

Refer to paragraph 14.16 below.

MISSED OBJECTIONS.

14.9.6 If an objection was missed and not raised in the first Reg.14 report it should beraised ina
further Reg.14 report.  Suitable apologies for the omission should be made. (DEXTR
code OTH2 should suffice).

STEP 6

CLEAR REPORT - FIRST OR FURTHER

14.10 The following procedure can be applied to ether aclear first report or aclear further
report.

For afirst clear report if there are no objections and no citations are found during the
search then a clear report can be issued.

To do this, the "Examiner's Report” should be completed along with any relevant
amendments details (if the application was effected), folio details and the date/s the
amendments were requested.

DESADMIN should be amended if necessary. A quick check should aso be made to
ensure that dl the rlevant details have been captured correctly on lodgement of the
application, mainly author and monopoly statement. Add the examining officer's sgnature
and the date.

The view mogt suiteble for publication (in most cases the perspective view) should be
pinned to the indde of the case file. The completed examiners report should be pinned to
the outside of the casefile, if thereis no printed report on the back cover.
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OTHER MATTERS

EXPEDITED APPLICATIONS

14.11 Under Reg. 9(1) and Reg 10 (1) (a) and (b) an applicant can "expedite’ the examination of
hisher application. This means that an applicant can gpply in writing and pay afeeto have
his’er application examined earlier, rather than in the usud order of examination, which
currently is 6 months from the date of lodgement.

The request and fee to expedite the application is  processed by operations. The casefile
Is stamped "Expedite’ in red on the front. Thisis then passed to the examination section and
digtributed to an examiner. This process usualy takes about one week to 10 days from the
date of the expedite request to examination.

These cases, as well asthe furthers of expedited cases, have top priority and should be
examined as soon as possible.

PROCEDURES

14111  Plesserefer to paragraph 14.5 through to 14.11, step 1 through to step 5 and the final
sep, for how to begin the process of examining an goplication.

Do not forget to take out and mark one representation for the search materia when
indexing an expedited application.

The gpplication can then be examined in the norma manner.

If an expedite request is mistakenly overlooked by operations, and the examiner brings up
the gpplication in the norma weekly batch, the expedite fee will have to be refunded.

If there are other objections to be raised in a Reg 14 report, the applicant can be advised
that arefund is due to them. This should be mentioned under the heading of "OTHER.
Operations process and initiate refunds.

When an gpplication is cleared but a refund needs to be processed, the supervising
examiner will give the case file to operations who will process the refund.

If an gpplicant is seeking advice on whether to expedite or not, especidly if higher
application is very close to being examined, the 6 month period can be used as ayardstick.
It is up to the gpplicant to consder if it isworth expediting.

UNDER PAYMENT OF FEES

14.12 When an gpplication comes up for examination, a check of the correspondence file (normdl
examination practice) should be conducted for any notifications regarding lodgement fees.
If the fee or part thereof is outstanding, then an objection isto be raised.
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14.13

14.13.1

If the gpplication can be cleared , atelephone cal to the applicant reminding himvher of the
under payment should be made. Allow two weeks for aresponsg, if the fees, dill, have not
been paid, an objection should be raised in areg. 14 notice.

An gpplication must not be registered if there are any outstanding fees.

SECTION 27B

Various sections of the Designs Act and Regulations have prescribed timesin which
particular actions must be completed or performed. An applicant or owner can apply for
an extension of time under s.27B to extend any of these prescribed time limits.

The studionsthat are likely to arise in examination are--

@ When an gpplicant has received a Reg. 16 notice and is gpproaching the
final date for aresponse and still wishes to continue with the gpplication.

(b) If an application has |apsed because it has passed the Reg. 16 reply date
and the gpplicant wishes to continue with the gpplication.

(© If the applicant wishes to extend the date for lodging adivisond
goplication.

(d) If the gpplicant wishesto clam convention priority where they have lodged
their gpplication more than six months after lodging the convention
goplication.

Generdly it will be the gpplicant or their attorney who will initiate an application for an
extenson of timeto register an gpplication before the gpplication lapses, though the
possible need for such an extenson may be suggested by the examiner in anatice (if a
notice is being sent).

Smilarly, gpplications for extension of time to lodge divisond and convention gpplications
will mogt often be initiated by the applicant or their attorney. The examiner may advise the
applicant that such extensons are availableif it islikely that the applicant would not be
familiar with such provisons

Where aformal application for extension has been made (ie. where dl relevant documents
and fees for the extension have been lodged) the application should be passed to the
supervising examiner for approval.

Where the applicant has made a response and obvioudy wants to continue with the
application but the application has lgpsed, the following procedure should be foll owed:

PROCEDURE
REG.14 NOTICE.
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14.14

(& A Reg.14 notice should be drafted. The first objection raised should be under the
heading EXTENSION OF TIME using the DEXTR word processing
codes.

Any further objections may be made in the same notice.

(b) Attheend of the Reg.14 &fter "Fina date for aresponseis’ the examiner should type

"expired”.
(¢) Attach an information package to the notice and send it out as usud. The package
should congsts of
1. an information shest.
2. aForm 10 (Application for Extenson of Time), and
3. a Statutory Declaration form.

All these forms are kept in the operations area, but you may wish to make up your
own packages ready for use.

The information sheet will need to be filled out with the rdevant feesinvolved. The
extenson should be for the most likdly time-frame.

(d) Passthe noticeto your supervisor. He/she will record the notice on DESADMIN
and dispatch the notice.

DEALING WITH THE CLEARANCE OF CORRESPONDENCE

All examiners take turn of one week each with this duty. Most of the cases will probably be
furthers. Others can be expedited cases. Furthers should be given to the examiner whose
initial appears on the front of the case file. Otherwise the duty examiner actions the
correspondence, and returns the case to file. Common-sense and initiative should be used.

PROCEDURES

1. Expedite cases.

All examinersincluding supervisors ded with these cases. They should be digtributed fairly
throughout the exam section. If there are two or three applications from the same gpplicant
these should be given to the one examiner. However, if there are perhaps 30 cases the
same, these could be fairly distributed among the examiners. Common-sense and initiative

should be used.

2. "Further" cases.
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Further case files are marked with the initials of the examiner respongble for them, they
should be digtributed accordingly.

3. Ad-Hoc letters

Thisterm usudly refersto any correspondence pertaining to pre-examination cases which
needs action to be taken before the case is due for examination.

The examiner will need to read the letter and initiste whatever action is required. If the
meatter can be left until the case is examined, the correspondence should be marked "NO
FURTHER ACTION". Sign off the front of the case file under "clearing officer" and "date
cleared" and return it to file,

Examples
The type of correspondence needing action could be:-
(@ Change of addressfor service.

The examiner should check that the amendment is acceptable. Then fill out
and amendment sheet and amend DESADMIN in the prescribed manner.

Care will need to be taken:

If the change of address request has been submitted by an Attorney then it
can be accepted. However, if the change is requested by a private
applicant it should be made by the gpplicant themsalves. If not, then some
guestion may have to be raised on whose authority the request has been
made. There could be a conflict of interest. (See paragraph 17.7 for more
informeation).

If there is more than one change of address for service requests then the
cases should be shared throughout the examiners.

(b) Pre-examination 3rd party submissons

Occasiondly a 3rd party objection to registration can be received before
the caseis due for examination. These letters must be acknowledged.

It should state that the case has not yet been examined and that the
information will be congdered when the gpplication is examined.

THIRD PARTY SUBMISSIONSBEFORE OR DURING EXAMINATION

14.15 Third party submissions are when materid islodged in evidence that adesign is not new or
original before the design application is registered.
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14.16

14.17

If the notice was recaived prior to examination, the clearance officer should have
acknowledged the notice.

Carefully congder the submitted evidence and, if the objection iswell founded, useit asthe
basis of an objection to the regigtration under s.17 of the Designs Act in a Reg 14 report.

A letter is aso written to the informant advising hinvher that the evidence is being
considered.

If the examiner consders that the evidence will not be used because it is not rdlevant, state
thisfact in the | etter.

The letter to the informant, should also mention that if the application does proceed to
registration, opposition to the extension of the period of registration can be lodged (within
the first 11 months of registration) under s.27A(4) of the Designs Act. No additiona
materia should be requested. However, they may be informed as to what sort of evidence
would be best.

Theinformant will need to know thet it is hisher repongbility in pursuing the satus of the
application/regigration. The officeis not obliged to keep the informant informed of the
gatus of the application. The informant will have to kegp checking the officid journa for the
registration details.

SIGNING OFF

Throughout the life of the gpplication the details of any action taken should be recorded in
the correspondence and on the front of case file which should beinitidled and dated before
being returned to file or passed to another staff member for further action.

OWNERSHIP OF A DESS.GN THAT HASBEEN ASSIGNED.

The operations section processes dl applications for registration of an assgnment on
applications and registered designs. Should such an application be received by an examiner
it should be given to operations to process. (Refer to paragraphs 17.4 of this manual).
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