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TRADE MARKSACT 1955

DECISION OF A DELEGATE OF THE REGISTRAR OF TRADE MARKS

Re:  Oppostion by Cannon Kabushiki Kaisha to trade mark application number
B466669(14), CANNON, filed in the names of Robert James Brook and Rachel
Brook trading as The Cannon Watch Company.

On 10 June 1987 Robert James Brook and Rachel Brook filed trade mark application
number 466669 to register the word CANNON for watches. Ther mak came to
examinaion and a number of objections were raised amongst which was the citation of
Canon Kabushiki Kaishas trade mark A329416(14), CANON, registered since 27
February 1979 for a clock with calculator. The examiners found the gpplication mark,
CANNON subgtantidly identical and deceptivdly smilar to CANON, and raised an
objection under section 33 of the Trade Marks Act. Mr and Ms Brook met this objection
with evidence or use, and satisfied the examiners that the mark, through honest concurrent
use, was entitled to acceptance under the provisons of section 34(1). The evidence
showed that CANNON had been quite extensvely used by Mr and Ms Brook and their

predecessors, in relation to watches, from as early as 1978 -  nine years, that is, before
lodgement.

Canon Kabushiki Kaisha (hereafter Canon Kabushiki) are opposing this mark. It served
evidence on Mr and Ms Brook supporting its opposition They then responded with service
of evidencein answer. Canon Kabushiki notified the Registrar that it did not intend to serve
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evidence in reply, and the matter of the opposition was therefore set down for hearing in
Sydney on 7 July 1994. This hearing was conducted before me. The opponent, Canon
Kabushiki, was represented by Ms Fleur Hinton of the Sydney firm of Spruson and
Ferguson. The applicants, Mr and Ms Brook, were represented by Mr Richard Cobden of
Counsd.

The evidence supporting the oppostion conssts of a declaration from Thomas James
Redmond. Mr Redmond is generd manager (adminidtration) of Canon Audtrdia Pty
Limited, awholly owned subsidiary of Canon Kabushiki. His declaration, executed 21 June
1993, bears eight annexures. Broadly, Mr Redmond describes the history of Canon
Kabushiki, its adoption of the CANON trade mark, the company's activities with arecita of
its extensve sponsoring campaign, and an account of incidents showing confuson between

the marks CANNON and CANON.

The evidence in answer comprises two declarations. The fird is from Robert James Brook.
It was sworn 19 January 1990 and six exhibits are annexed. Mr Brook is both a partner
and managing director of The Cannon Watch Company. He describes the business activities
of The Cannon Watch Company, including saes and turnover, since 1978. The second
declaration in the evidence in answer isfrom Steve Gleiber. His declaration was sworn 20
September 1993 and bears seven annexures. Mr Gleber is a financid controller’ for The
Cannon Watch Company. He gives some further details of sdes and turnover of goods
bearing the CANNON trade mark, and of the business activities conducted by The Cannon
Watch Company in the years 1990 - 1993. He too gives an account of confusion between
the marks CANNON and CANON, citing two instance where enquiries were received by

hisfirm, regarding the supply of CANON typewriters and photocopiers.
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Grounds of the opposition

The grounds of oppogition are stated in the notice of oppogition as follows:

(& The Applicant is not the proprietor of the opposed trade mark.

(b) The opposad trade mark is not digtinctive of the Applicant's
goods.

(c) The regidration or use of the opposed trade mark is likely to
cause deception or confusion by reason of its close resemblance
to one or more trade marks of the Opponent used for the same
or Smilar goods or description of goods.

(d) The Applicant does not manufacture, sl or otherwise ded in
the goods for which regigtration is sought and at the date of the
application for regigtration, the Applicant has no red intention of
doing s0.

(e) Regidration of the opposed trade mark would prgudice the
Opponent in the conduct of its busness.

(f) By reason of the reputation and rights acquired by the
Opponent, the use of the opposed trade mark by the Applicant
in relaion to the goods in respect of which regigration is sought
would be mideading or confusng and an infraction of the
Opponent's said rights

(9) Useor regigration of the opposed trade mark by the Applicant
would be contrary to law or mordity and/or contrary to public
interest.

(h) The opposed trade mark would be disentitled to protection in a
Court of Justice

(i) By reason of the maiters set forth in any one or more of the
foregoing paragraphs the Regidrar is the exercise of his
discretion ought to refuse registration of the opposed trade mark

These grounds are broad and generd and go well beyond matters supported either by
Canon Kabushiki's evidence, or by the arguments put by Ms Hinton at hearing. Specificdly,

there is no support for grounds (), (d), (g) or (h). The only support for ground (b) is a
fant argument that CANNON, the mark in suite, fails to achieve distinctiveness through
confusion and deception: that being the case | do not intend to consider the digtinctiveness of
this mark in terms of section 25.  Ground (€) was mentioned by Ms Hinton as a prerogative

for raising the question of whether section 34 had been properly applied; however, she did
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not point to any evidence to show that registration of CANNON would prgudice the

opponent in the conduct of its business, and | find that this ground has no support.

Evidence and argument go to only three of the nine grounds, namely

ground (C) - which equates to a clam that the mark fails under the
provisons of section 33;

ground (f) - which is a cdlam that the mark fails under the provisons
of section 28(a) (and through the assartion that it is likely to decelve
and confuse, Ms Hinton suggests that CANNON is not distinctive);
and

ground (i) - which clams that the Registrar should exercise his
discretion and refuse regigtration.

Ms Hinton commenced her submisson, however, with argument that the evidence for
acceptance of Mr and Ms Brook's trade mark CANNON does not warrant acceptance
under the terms of section 34(1) of the Act. This ground is not specified in Canon
Kabushiki's notice of oppostion Ms Hinton says that she consdersthat it is comprehended
within the section 33 ground, further, that it goes towards the Canon Kabushiki's claim that
the trade mark CANNON would prgudice the conduct of its business, and lastly that |
should teke this issue into account in determining whether in the exercise of discretion, |

should refuse this trade mark application

Taking these three points in order, firgt is Ms Hinton's clam that the section 33 ground
dlows her to argue the issue of whether the provisons of honest concurrent use are
correctly gpplied. | do not consder that nomination of the likeihood of deception and
confuson is equivdent to nomination of the ground that the provisons of section 34 are
wrongly goplied. Certainly, it is a fact that the section 33 objection has been resolved by
way of section 34; however, raising the issue of 34 only a the hearing, could very wdll
render the other side unprepared and disadvantaged. On the other hand, sub-section 50(2)

authorises me to take matters into account regardless of whether or not those matters form a
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pat of the evidence, and section 33, which generates the involvement of section 34,
concerns the probability of confusion and deception. This raises the issue of public interest,
and public interest is good reason for the Regigtrar to invoke the provisions of sub-section
50(2). In so doing, of course, it would in the main be necessary for me to adjourn
proceedings o that the other side could adequately prepare a response. At this hearing,
however, Mr Cobden did not serioudy oppose Ms Hinton's right to argue section 34, and
further, it was clear that he had no difficulty in responding to the questionsraised.  In view
of the public interest concerns, and Mr Cobden's apparent preparedness, | have decided to
hear Ms Hinton's section 34 argument.  In doing so, however, | caution that where grounds
are not clearly nominated in the notice of oppostion, the opponent may well find they are

excluded from the Registrar's consderation

Ms Hinton's second claim is that the section 34 ground forms a part of ground (€) and isin
some way reponsible for prgudicing Canon Kabushiki's business. As | mentioned above

there is neither argument nor evidence to support thisclaim and | shal not consider it further.

Ms Hinton's third claim is for the section 34 argument to be admitted in consideration of the
exercise of discretion. | think | do not need to take this matter any further than as above in

the discussion relating to section 33.

| will therefore consder the arguments for the oppostion, fird in relaion to the section 33
ground, and here | will ded with the submissions that the provisons of s34 are not judtified,

second with the section 28 ground; and third with the question of discretion
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Section 33 and 34

Ms Hinton's comments in relation to section 33 are brief. She says that the words
CANNON and CANON only differed by one letter and that comparing them one to another
they are clearly subgtantially identicd marks. The goods of application for CANNON are
watches, those comprenended by CANON under A329416(14) are clock with
calculator. Watches and clocks she says are the same goods, or at least, are goods of the

same description

Mr Cobden points out that CANNON is an ordinary English word meaning a large mounted
gun, and that CANON is a different word, with the variety of quite different meanings
ranging through from amusical term and a church decree to abody of law. He submits thet
this difference in meaning precludes the mark in suit, CANNON, from being ather
subgtantialy identical or deceptively similar to Canon Kabushiki's trade mark CANON . He
aso makes a somewhat tentative submisson that a clock incorporating a calculator is neither

the same good, or a good of the same description, as awatch

The amilarity of the marks CANNON and CANON 1 think, spesks for itsdf. As Ms
Hinton points out, it is very likely the case that the average Audrdian is not fully aware of
the meaning of canon, and in any case, in the spoken language there is absolutely no
difference between these words. 1t may well be the case that the average person purchasing
Canon Kabushiki's goods does not even register the spelling of this company's mark.
Certainly the evidence from both Mr Redmond and Mr Gleber indicates that there isin fact
some confusion in the market, and fallure to grasp the respective pdlings must be a
contributory factor. | agree with both the examiners and Ms Hinton that, patently,
CANNON is dmog identica with CANON, and | dismiss Mr Cobden's argument that the
difference in spdling and the different meanings will preclude confuson Watches and
clocks (including clocks with built in caculators) are by nature the same - the principd

difference being nothing more than size, shape and design; they are both for keeping time;
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and they occupy the same trade channds dl the way through from manufacture to the retall
outlets. They are amply different kinds of timepieces and it would be a nonsense to hold
them anything but the same goods, or, in their more extreme forms, goods of the same
description. | find therefore that the application mark CANNON is subgtantialy identica to
Canon Kabushiki's trade mark CANON and that the goods clamed are the same as the
goods comprised in Canon Kabushiki's trade mark registration number A329416(14). This
givesriseto a serious objection under the terms of section 33 of the Act. An objection of

thiskind can only be put asde if the provisons of s34 are satisfied.

Ms Hinton argues that these provisons are not satisfied. As | understand her submission,
they are fourfold. Firdt, she points to evidence of actud confusion between CANNON and
CANON, to the very dight difference between these words, to the smilarity of the goods,
and to the extengve reputation enjoyed by Canon Kabushiki for its mark CANON. She
submits that againg these facts, sufficient weight has not been given to the risk of confusion
and that the provisons of section 34 are thus wrongly gpplied.  Second, she attacks the
evidence filed in response to the examination section 33 objection Her complaint, | think, is
that declarations from members of the trade show only that use has taken place in New
South Wales and Queendand, and limited use of this kind does not justify the application of
s34 when the section 33 objection is of such force.  Third she says that an additiona
burden is placed on the gpplicants to judtify regidration of their mark because, through
promotional activities associated with famous performers and sporting events (many of
which have been televised to world wide audiences) Canon Kabushiki have achieved a
remarkably high exposure for its mark CANON. Mr Redmond nominates these
performers and events under paragraph 4 of his declaration. They include bodies such as
The Audrdian Chamber Orchestra and the Sydney Theatre Company and events such as
the 1976 Montreal Olympics, the World Cup Ski Championships and the Soccer World
Cup. Fourth she saysthat as aresult of grest success in developing goodwill and famein its
trade mark and goods, Canon Kabushiki's trade mark has become a 20th Century icon
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The adoption by the applicants of a mark so amilar to amark of this standing is likely, says
Ms Hinton, to greetly increase the risk of confusion, and this factor has not been given

weight when considering the tests for section 34.

Mr Cobden responded to the first and second of Ms Hinton's arguments by submitting that
the evidence, particularly as it emerged in Canon Kabushiki's evidence for the opposition,
demonstrated that the applicants are entitled to register their trade mark under the terms of
sub-section 34(2) of the Act. The section reads as follows:

34. (1) In case of honest concurrent use or of other specid
circumstances which, in the opinion of the Regidtrar, make it proper
S0 to do, the Registrar may permit the regigration of trade marks
which are subgtantidly identical or deceptively smilar, or, but for the
honest concurrent use or other specia circumstances would be
deceptively smilar, for the same goods or services or other goods
or sarvices, by more than 1 proprietor subject to such conditions
and limitations (if any) as the Registrar imposes.

2 Where a person has, by himsdf or his predecessors in
business, continuoudy used a trade mark before the use, or before
the date of regidration, whichever is the earlier, of another
registered trade mark by the registered proprietor of that other trade
mark, by his predecessor in business or by aregistered user of that
other trade mark, the Registrar shal not refuse to register the first-
mentioned trade mark by reason of the regidration of that other
trade mark.

He pointed out that the only evidence put forward by Canon Kabushiki to show that they
use the mark CANON on watches, comes from Exhibit G to the Redmond Declaration
Thisis a catd ogue nominated Canon Promotional Items 1991. Amongs items ligted in this
catalogue are a variety of clocks and watches on some of which, (A-25) the word CANON
is clearly visible - on others however (B-10) the trade mark SEIKO is visble. Mr

Redmond explainsthisin paragraph 5 of his declaration. He says
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Exhibit G is a catalogue from 1991 showing the various promotiond
items which the Opponent digributes on a worldwide bass.
Included in this brochure are watches and clocks. None of the
watches or clocks is manufactured by the Opponent or any of its
related companies.

Mr Cobden submits that this evidence cdearly implies tha Canon Kabushiki does not
manufacture clocks or watches. Further, as it would have been very much in Canon
Kabushiki's interest to demondtrate its use of the CANON mark on watches and clocks,
and no evidence has emerged, Mr Cobden submitsthat | can infer that there has never been
any use If the proprietor of the cited mark has not used it then in order to meet the
conditions of subsection 34(2) it only remains for Mr and Ms Brook to show that they, or
their predecessor, used the mark CANNON prior to the registration date for A329416(14).
That date is 27 February 1979. Thefirg use damed for CANNON (undisputed by Canon
Kabushiki) is put in 1978. This established, says Mr Cobden, that the trade mark
CANNON is entitled to proceed under the provisions of subsection 34(2). He points out
that the discretion operating in subsection 34(1) is absent from 34(2), and proposes that on
the evidence that the gpplication mark was in use before both the regigtration of the cited
mark, and before any use of that mark, the gpplication mark should proceed under the terms
of 34(2).

In relation to Ms Hinton's third and fourth arguments Mr Cobden broadly objects. He says
there is no evidence to support the contentions that the trade mark CANON ganed
widespread exposure a the sporting events and at performances given by the bodies
mentioned in the Redmond declaration  Of those events listed by Mr Redmond some are
certainly wel known - for ingtance the World Soccer Cup and the Montred Olympics -
but, Mr Cobden objected, the clam they were seen by massive world televison audiences
who, a the same time were regaled with Canon Kabushiki's promotional materid, should

not be given any weight unless that claim was supported by facts. There is no such support,
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nor is there any support for the clam that CANON is a 20th Century icon. Thus, he sad, |

should give these submissons no weight & al.

| will congder the overdl effect of these submissons in terms of section 34(1) per the tests
&t in John Fitton & Company Limited's application, (1949) 66 RPC 110 viz:

(1) the quantum of concurrent user shown by the Applicant having
regard to duration, area, and volume of trade and to the goods
concerned

(2) thedegree of confusion likely to ensue from the resemblance of
the Applicant's and Opponent's marks,

(3) thehonesty of the concurrent user,

(4) whether instances of confusion have been proved, and

(5) the rdative inconvenience which would be caused to the parties
if the Applicant's mark should be registered.

@ The quantum of concurrent use of the trade mark CANNON is established by the
Brook and Glelber declarations. Briefly, this mark has been applied to watches by Mr and
Ms Brook or their predecessor, since 1978. Mr Brook states in paragraph 4 that as early as
1979 these goods were beg retailed across the country, through Myers stores, K-Mart
gtores, and through Hoffmanns jewdry stores. By 1982 the price list exhibited as Annexure
2, shows them being sold at a string of outlets from Mackay to Hobart, and from Broken
Hill to Peth. From 1979 to 1987, sdes have shown an constant and impressive growth,
and by the date of lodgement annud totd sdes were in the vicinity of $1 million Advertisng
has been widespread and extensve. Mr Gleber says in paragraphs 6 to 12 of his
declaration that CANNON watches have been advertised through many retall catdogues
(with didribution figures in the order of hdf to two million) and through trade shows. Mr
Brook, in his paragraph 10, illudtrates that his business too has dso been active in the
goonsorship fidd.  He exhibits in annexure 6, a 1989 Belvoir Street Thegtre program in
which the Cannon Watch Company is acknowledged as a sponsor, and an (gpparently
1989) edition of The Sydney Swan, the officid newdetter of the AFL footbal team, which
acknowledges Cannon Watch Company's support.  Taken as a whole, this use is
impressve. The trade mark has been developing from 1978 and by lodgement, in June
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1987, it isclear that consderable investment had been undertaken and substantial goodwill
achieved. Moreover, a no timein these course of this nine years was there any attempt by
Canon Kabushiki to restrain thistrade. | give no weight to the Cannon Watch Company's
sponsorship of theatre and sports events - these occurred after lodgement - but | find that
by June 1987 Mr and Ms Brook had, through successful and extensive use of their mark,

good reason to turn to the provisions of sub-section 34(1).

2 The degree of confuson likely to ensue from the resemblance of the applicants
mark CANNON and opponent's mark CANON is dealy high. The marks | have found
are subgtantialy identicd, there is nothing more than a minor difference in spdling, and what
amounts to some esoteric differences in meaning.  However, section 34(1) provisions are
not limited to marks which are only margindly likely to create aminor degree of confuson
The factor of confuson clearly has to be weighed, but as per Lord Justice Hanworth, in
Alex Pirie & Sons, (1933) 50 RPC 147 at 213, section 34

... Is a section which does not carry with it a limitation as to there
being a dight posshility of deception, for its words indicate thet the
Registrar may permit the registration of the same trade mark, or of
nearly identica trade marks, for the same goods by more than one
proprietor. It seems to indicate that the powers of the Court [and
the Regidtrar] can be exercised even when there is likely to be
confusion between the marks.

| agree with Ms Hinton, that here the likdihood of confusion is gnificant, but | find the use

achieved for CANNON, sufficiently impressive to outweigh these concerns.

3 The honesty of Mr and Ms Brook's use of CANNON has not been brought into
question either by the evidence, or in Ms Hinton's submissons. | adopt the words of Mr
Justice Wynn-Parry in Electrix Ld [1957] RPC 369 a 379 in finding that the use of
CANNON is clearly established and as no one has sought to chdlenge the honesty of the
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user, and asthereis nothing in the material before me to raise any doubt as to the applicants

honesty, | find this test satisfied.

4 Instances of confuson have been proved. However, during the long course of time
while the gpplicants were developing their market, Canon Kabushiki has not, it seems, taken
any depsto restrain Mr and Ms Brook from continuing with their mark even though it, or its
agents, knew some customers were experiencing confuson  This seems to me to imply thet
they did not consider the degree of confusion to be of much importance. | aso consder,
that given the smilarity of CANNON and CANON and the extent of the trade, that the
number of ingtances of confusion noted in the evidence - no more than adozen in totd - is
quite surprigngly smdl. This | might speculate, may in some measure be due to the fact
(evident from the Redmond evidence) that Canon Kabushiki's reputation does not reside
with clocks and watches. But in any case, | find that the instances of confusion, consdered
againg the established reputation in CANNON, do not override the mark's qudification for

acceptance under section 34(1).

) The inconvenience which would be caused to Mr and Ms Brook through a denid of
trade mark rightsin CANNON would clearly, at this sage, be very serious. They have
established a market which it is in ther interest to protect, and a trade mark on whose
goodwill that market is clearly very dependent. Canon Kabushiki have not demonsirated
that any serious disadvantage will fdl to them through alowing CANNON to proceed to
regigration. Onthistest too, | find in favour of alowing the application

In relation to each of these five criteria | agree then with the examiner, that the provisions of
section 34(1) are properly applied. The matters raised by the opponent's evidence, and in
Ms Hinton's submissions have not shown any cause for me to find that acceptance, as it
relies on subsection 34(1), is at fault. Harking back for a moment to Ms Hinton's argument
and the issue of the likelihood of deception and confusion, | can add that | could not assume
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amply from the fact of high profile televison exposure of a cited trade mark, that the burden
on the gpplicants will necessarily increase. Depending on the focus of the promation, one
possibility isthat the advertisng could drive home the difference between the marks. Bethat
as it may, in reation to the televison exposure achieved by Canon Kabushiki, |
acknowledge Mr Cobden objection that evidence here does not show the extent of
promotion and that Mr Redmond's statements and opinions can not be given as much weight

as they would have been had they been more extensively supported.

In sum, | find that the opposition does not succeed in respect of the application either on the

ground based on section 33, or on the submisson that the provisions of section 34(1) were

in gppropriately applied.

In light of thisfinding | do not need to ded at any length with Mr Cobden's submissons that
the opposition itsdf, by failing to show trade mark use of CANON on watches, has brought
about grounds on which | may apply the provisions of sub-section 34(2). However, | will
comment that to meet the conditions for section 34(2), there must be more than a mere
inference that the cited mark was not in use any earlier than the subject mark. Therefore,
while 1 understand Mr Cobden's argument, and agree that one possible reading of the
evidence supports his contentions, it would not be appropriate to apply the provisons that
basis. The provison requires more than a mere inference - there must be evidence to show
whether the cited mark came into use, and when that was - and if that history is not to be
had, then the applicant must rely on declaratory evidence from people who through their
trade connections, are in a position to swear, and do swear, that prior to the criticd date,

the cited mark was not in use.

Section 28(a)
On the basis of the reputation claimed by Canon Kabushiki in its trade mark CANON, Ms

Hinton submitted that the applicants failed to meet avery heavy onus to show that their trade
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mark use was not likely to decelve or cause confuson. She referred to the now well
edtablished Officia practice developed from the Regidrar's interpretation of the Murray
Goulburn Co-operative Co. Limited v The New South Wales Dairy Corporation
(1990) AIPC 90-664, and said that the matter of blameworthy action as a necessary
condition for establishing the section 28(a) ground, had been ignored in the BAND>> I T (
Johnson & Johnson -v- Kalnin, 26 IPR 435) and FUNSHIP (Carnival Cruise Lines Inc
-v- Stmar Cruises Ltd - not yet published) cases and that | should do likewise. Mr
Cobden said that | should stand by the practice which was now firmly settled and should
remain firmly settled until such time as the courts addressed the issue and, as may be,
confirmed or revised the directives laid down by the full Federd Court.

The Regidrar’'s practice in this matter is fully settled (Practice Note of AOJTM 19
September 1991 and TITAN 22 IPR 613). Therefore, in addition to the shortcomings
discussed above in relaion to showing widespread exposure of its mark, there is no hint of
any blameworthy action and | find that the opposition ground relying on section 28(a) does

not succeed.

The exercise of discretion

| have found that this trade mark is well qualified to meet the provisons of section 34(1)
and | have not been shown any good reason to exercise discretion and refuse the
gpplication. On the contrary, | find no reason to interfere with the progress of this mark to
regigration. Accordingly | dismiss the oppostion and order that unless the matter is
appedled, trade mark application number B466669 should proceed to registration.

Costs
The applicants, Mr and Ms Brook are successful and are entitled to their costs which |

accordingly award to them.
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Hden R. Hardie
19 December, 2000



