{!! AUSTRALIA -

Trade MarksAct 1955
Decision of a Delegate of the Registrar of Trade Marks,
with Reasons

Re  Oppostion by Comlink Information Systems, Inc to the registration of gpplications 530127
and 530128 in the name of Technology One Pty Ltd.

Background

On 27.8.92, the above two trade mark applications were advertised accepted for registration. The
gpplications are in the name of Technology One Pty Ltd (“the applicant”). The trade mark the
subject of the two applications, which were lodged on 8.3.90, is the words FINANCE ONE with a
numera onein arectangular border and overlaid by agrid of black lines and white spaces, as

beow.
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The gpplications were filed under the "series’ provisons of section 39, the only difference between
the various members of the series being that the logo appears above, below or to the left or right of

the words,



The gpplications rdate to "Computer software and hardware”' and to "Computer programming and
professona services relaing to computer software, being services included in class 42". However,
the gpplicant's evidence satisfies me that, for products of the sort traded in by the applicant, it is
impossible to separate a trade in goods from atrade in services, and it will be convenient to spesk

of the gpplications asif they were one.

The examiner of trade marks found that the word "finance’, in combination with a numerd, per se,
was not adigtinctive trade mark. Nonetheless, in the light of evidence which showed that the mark
was factualy digtinctive at the date of lodgement of the gpplications, the provisions of s 26(2) were
applied and the applications were accepted. The gpplicant has consented to an endorsement which
reads. "Regidration of thistrade mark shal give no right to the exclusive use of the words
FINANCE ONE or the numera 1".

Registration of the application has been opposed, as provided for by sub-section 49(1) of the Trade
Marks Act 1955, by Comlink Information Systems, Inc ("Comlink™), on grounds which are
generdised and which | will not recite at length. There gppears to be neither substance nor evidence
to support any of them, except perhaps under three headings. the clams that the gpplicant is not the
proprietor of the mark, that the gpplication should be refused in any case as use of the gpplicant's
mark would be likely to deceive, and that, because of the applicant's conduct or otherwise, the mark

isoverdl disentitled to regidration.

After the evidence stages provided for in the regulations, the matter was set down for hearing on
29.8.94. The opponent did not appear but the applicant was represented by Mr Grant Adams, a
patent attorney of the attorney firm of Grant Adams and Co. | turn to the evidence, which | have
assessed on its merits having heard Mr Adams submissions.

The goods the gpplicant sdlls are mid to top-range software packages, with atotal nationa market
that is estimated by the gpplicant to be about 100 units per year. In the applicant's view there are

four mgor companies offering such packages: the applicant, two other companies and Oracle



Financids, againg the last of which gpplicant has recently been a successful tenderer. Comlink is
not said to be one of the four, and the applicant declares that it does not know of ever having

competed againg them in atender.

Comlink’s evidence consigts of a single declaration by John David Martin, adirector of Comlink.
The declaration shows that an Austrdian company named Comlink Information Systems Limited
offered for sde, in Audraia, afinancia package under the trade mark FINANCE ONE. That was
in late 1982, or perhaps dightly earlier, in asdeto Barclay's Bank. While there is no explanation of
how that company, Comlink Information Systems Limited, may be connected to Comlink, an
American corporation, the president of the Australian company was J.D. Martin, and the very strong
inference is that there is a connection in the course of trade between the company of which heis, or

at least was, president, and Comlink.

In 1984, Comlink appointed Financial Network Services Pty Ltd (FNS), an Austraian corporation
operating as awholly owned subsidiary of the State Building Society of N.SW., adistributor of
"FINANCE ONE ™" products in the Asian Pacific region and the United Kingdom. However,
while that gppointment sounds impressive, thereis no evidence that Financiad Network Services Pty
Ltd ever entered into the spirit of the arrangement. Equally, the distributorship appearsto belittle
more than an arrangement which alowed FNS to sub-licence program modules, "which have
heretofore been provided to FNS through a marketing/licence agreement with Cincom Systems, Inc.
of Cincinatti, Ohio". The agreement is certainly restricted to modules which FNS aready owned
and which it arguably bought as afind consumer and without the intention to re-sll.

Mr Martin goes on to declare to a sde, under the licence agreement, to the Canberra Building
Society in December 1987. While the terms of that origina sde are not in evidence, payment of a
licence feeisin evidence in the form of aletter (June 1988) from FNS. A later payment was made
by FNS (in January 1989) in respect of Perwira Habib Bank. In both instances, the letters from
FNS spesk of FINANCE ONE modules sold to the companiesin question and in both instances
the fees were paid after the date of what FNS refers to as the sales, said to be in December 1987



and October 1987 respectively. Whileit isfairly obvious where the Canberra Building Society is
located, | have not been shown any reason why a sale to the Periwa Habib Bank is necessarily any

sort of usein Audrdia

Comlink itsdlf has, declares Mr Martin, "entered into various licence agreements with third partiesin
relation to the Finance One software package’. Eight are specified over aperiod that extended up
to perhaps May 9, 1989. Thefina pages of the licence agreements in the eight instances are in
evidence, but all these show is some form of contract, said to be under the laws of the United States
and of the State of Minnesota, in reation to “the software product”. Thus, it is not immediately clear
that the sales were actually made or offered under the trade mark FINANCE ONE. Comlink's
evidence on that point depends on the congtruction of Mr Martin's declaration and there is no other

direct evidence.

In relation to one particular ingtance among the eight, it is aleged by Comlink that in 1982, Hastings
Deerings "looked at" the purchase of FINANCE ONE products from Comlink, and that Comlink
tendered for Hastings Deerings work. The dedings with Hastings Deering are left undefined. Mr
Martin does not say if the product was looked at in Audtraia, or perhaps looked at in some other
way, perhaps as an interesting overseas product which was not available here. Nor is there any
evidence in relaion to any tendering process, though Mr Martin does dlege that the activitiesin
1983 involved atender for the Hastings Deering work.

Whatever, the say-so of Comlink isthat Hastings Deering, having "looked at" Comlink's FINANCE
ONE, bought another product entirdly, CHAIRMAN, in 1983. The latter isaproduct originating
from two companies which Mr Martin calls, for smplicity, the Chairman companies. Comlink's
alegation is that the decision was made because the sdlected product "was supported by a service
company caled Syscom Holdings Pty Ltd ("Syscom') based in Brishane'.  The evidence is not
clear asto just what the relationship is between Syscom, as Mr Martin cdlsit, the applicant and

either the Chairman companies or CHAIRMAN.



Mr Martin goes on to assert, without external evidence, that Syscom worked to tailor the
CHAIRMAN product for Hastings Deering. Comlink has aso served evidence to show that one of
the officers of Syscom at that time was aMr Adrian Di Marco, (or DiMarco, asit is spdt in that
man's own declaration, which isin evidence), currently the managing director of the applicant.
Comlink asserts. "Adrian Di Marco was aware of the Finance One package and name as early as
1983 when Comlink and the Chairman companies both tendered for Hagtings Deering's work™. Mr
Martin aso refersto the replacement of CHAIRMAN, in 1987, by what | presumeis claimed to be
Comlink'sown FINANCE ONE package, said to have been ingtdled in 1987 and upgraded in
March 1988. "Adrian Di Marco", declares Mr Martin, "was involved with Hastings Deering during

the trangtiond period when" (after mid 1987) "Finance One was replacing Chairman”.

| note that one of the licence agreements, to which | have referred above and of which one pageisin
evidence, is between Comlink and Hastings Deerings (Queendand) Pty Ltd. However, there are
the problemsto which | have referred in assessing the licence agreement. 1t is no more than
arguable that Hastings Deering purchased a FINANCE ONE system from Comlink. Aside from
Mr Martin's Satements there is no confirming evidence of this aspect. There is no other verification
that the product was ingtaled in October 1987 or upgraded in 1988 and no direct verification that

these operations were carried out under or by reference to the trade mark FINANCE ONE.

While | do not dispute the honesty of Mr Martin's declaration, the exact nature of the sles or
business to which he declaresis clearer to him than to me. If | am to find, as a matter of law, that
the FINANCE ONE product was sold or offered for sale, Comlink is under afair onusto show me

that Mr Martin's perceptions are accurate.

Not al of Mr DiMarco's careful wording is entirely consstent. In particular, Mr DiMarco says, at
clause 21 of his declaration, that he has no knowledge of any trade by Comlink in Austrdia, yet he
does not dispute the slesto Barclay's Bank or to Canberra Building Society.



Mr DiMarco's declaration satisfies me that the gpplicant's own product under the trade mark
FINANCE ONE has been commercidly available in Australiafor sometime. The gpplicant started
doing business under the words FINANCE ONE perhaps as early as April 1989, when atrade
newspaper, Pacific Computer Weekly, refersto the release of verson 1.0. That date is not solidly
verified, and it is safer to take the firgt clearly demonstrated sale as having been in December 1989,
when the evidence of both parties agrees that there was amajor sale of the applicant's INANCE
ONE system to the North East Queendand Electricity Board.

Exhibited with Mr Martin's declaration are examples of a FINANCE ONE manua and of various
user testimonias. Thetestimonidsdl originate from North America, and there is no evidence of

where or when the manud wasin use or available

The gpplicant relies, in answer to the opposition, on asingle declaration. Its declarant, Mr
DiMarco, declaresthat, "'l had no involvement with the ingtalation at Hastings Deering as they used
NCR "V" series hardware while | worked alater (non-compatible) NCR-hardware.” Mr DiMarco
declares, and has annexed company records to show, that he severed the last of his connections
with the Chairman companiesin March 1987. He dso declares that he was not involved in any
replacement of the CHAIRMAN software.

Annexed to Mr DiMarco's declaration are copies of two letters. One of theseisfrom aMr
Gardam, who saysthat he worked for Syscom and Chairman Software Systems during the
gpproximate period 1981 - 1985. During that time he worked on-site a Hastings Deering as a

programmer, analyst and project leader on computer software projects. He has written:

The projects undertaken centred on the ingtallation of the "CHAIRMAN" software package
and its converson from PRIME Cobol to NCR Cobol to run on the HASTINGS
DEERING NCR mainframe.

To the best of my knowledge, Adrian Di Marco took no active part in the programming,
anaysis, project management or any other aspect of the projects undertaken by the above
mentioned companies, or any other companies, during the time in which | wasworking at
HASTINGS DEERING.



I have no recollection or record of any discussions taking place during that period of the
product (or the name) "FINANCE ONE".

The other letter isfrom aMr or Ms S. La Bruniy, who has written direct to Mr DiMarco in the
context that "there is some digpute over the origin of the name Technology One . The writer says
that s’he was the project manager for a project "by Syscom Pty Ltd (later Chairman Software)",
whatever that may mean. The project was the software development for Hastings Deering and
Mr/Ms La Bruniy cannot remember Mr DiMarco having any involvement with that project. The
letter saysthat there would have been little reason for such involvement, as Mr DiMarco did not
have any experience in the rdlevant aress. It dso saysthat, "At the time of the proposd for this

systemn, our company was not informed of any dternative solution under consderation”.

When dl this has been said, Mr DiMarco has noted the lack of evidence in Comlink's declaration;
he has denied he knows why CHAIRMAN was sdected and "categoricaly" denied being involved
intheingdlation or in any replacement of that software. He has emphasised the point that Mr
Gardam did not know of "Finance One', but Mr DiMarco does not say the same of himsdlf in
unequivoca terms. How the gpplicant cameto first consider the words FINANCE ONE asiits

trade mark is left open.

Mr DiMarco has declared that the trade mark was adopted by the applicant in March-April 1987.
There is no evidence of what this"adoption” involved. "Finance', says Mr DiMarco, was sdlected
for its descriptive function, while the logo was sdected to provide an eye-catching feature, but there

is no explanation of the use of the number or the numerd "One".

Mr DiMarco details the enquiries made to see if the trade mark was available. No evidence that it
was in use was found, "and so the mark and the logo were adopted”. Thus Mr DiMarco usesthe
word "adopted" to mean both the formulation of the trade mark and the act by which, after its

avallability was checked, it was positively decided on asthe one for use.



The claim by Comlink that Mr DiMarco learned of and borrowed, asit were, Comlink's own mark
in some unspecified way, is not met head on. The closest Mr DiMarco comes to a complete denid

isthiswhich follows. The emphasis added ismine.

Mr Martin has declared that Mr DiMarco "was aware of the Finance One package and name as
early as 1983 when Comlink and the Chairman companies both tendered for Hastings Deering's

work”. Mr DiMarco makes specific reference to that clausein his own declaration. In reply he
sys.

| categorically deny that | was aware of a"Finance One" software package from Comlink,
and Mr Martin cannot declare what | did or did not know persondly.

Since Mr DiMarco is undeniably aware now - from Comlink's own evidence, if in no other way - of
such a package, the use of the word "was' has been careful. Mr DiMarco has naot, in a clause-by-

clause reply to Mr Martin's declaration, specified just when he "was' unaware.

Thereisasmilar careful framing in the evidence about the circumstances set out in aletter written by
the applicant's patent attorneys, in 1990. That letter was in response to awarning letter sent to them

by the attorneys for Comlink. The gpplicant's atorney replied:

When adopting the trade mark, our clients checked ... if the trade mark was available and
neither our clients or the personsin their industry that they contacted had any knowledge of
any other "Finance One" software.

Mr Martin, a Clause 20, says that thisletter "isincorrect” because of the association of Mr
DiMarco with Syscom and the Chairman companies. Of this, Mr DiMarco merely says. "I strongly
regject the assertion ... asit is based on faulty logic and is not supported by Comlink's own
evidence'.

Asto other aspects that may be relevant, Comlink did not, at the date of gpplication, have a

sgnificant reputation in this country in respect of the trade mark FINANCE ONE. The only part of



Comlink's evidence which refers to a public reputation in Austrdiarelaes to the FINANCE ONE
product of the applicant. That Single referenceisin the December 1989 issue of Computerworld
Australia, and is made in the course of a brief article which notesthat, "A young Audtrdian software
house has edged out Oracle Financials to win a $500,000-plus order from the North Queendand
Electricity Board". The article goes on to identify the products in the sale as, anong others,
"Finance One". That product is said to have been available for less than six months, and to be from

the same design team that produced the Chairman financid system running under Prime Informetion.

However, the mark the subject of the present application is not smply the non-ditinctive wordsin
question; it incorporates a device, and the gpplicant has expresdy disclaimed use of the words
themsdaves. In the evidence which has been served by the trade mark applicant, the first instance of
the use of the device in conjunction with the words is a newspaper advertissment in
Computerworld Australia of 2.11.90. That, of course, was after the date of the opposed

gpplications.



Decision.

Proprietorship.

At the outset, let me say that | think it islikely that the gpplicant company knew of the use of the
trade mark FINANCE ONE by Comlink. Had the applicant's selection of the trade mark been
mere coincidence, Mr DiMarco would no doubt have said so. With dl that has been said about the
relationship between Mr DiMarco and Syscom, his former employer, the most likely explandtion is
that Mr DiMarco learned of that name in the years between 1983 and 1990, when the opposed
goplicationswere lodged. That, in itsdlf, isno offence, and to file an goplication for such atrade

mark which has not been used in Audtrdiais no more than sharp business practice,

Mr Judtice Williams said, in The Seven Up Co v O.T. Ltd, 75 CLR 203 at p.211:

"... inthe absence of fraud it is not unlawful for atrader to become the registered proprietor
under the Trade Marks Act of amark which has been used, however extensvely, by
another trader as amark for amilar goods in aforeign country, provided the foreign mark
has not been used at al in Audrdiaat the date of the gpplication for regigtration. But the
position is different if at that date the mark has become identified with the goods of the
foreign trader in Austrdia because those goods have been brought into Austrdia by the
foreign trader himsdf or by some importer or in some other manner. The court frowns upon
any attempt by one trader to gppropriate the mark of another trader dthough that trader isa
foreign trader and the mark has only been used by him in aforeign country. It therefore
saizes upon avery smdl amount of use of the foregn mark in Audrdiato hold thet it has
become identified with and digtinctive of the goods of the foreign trader in Audtrdia.”

By the relevant date, the date of gpplication, the mark FINANCE ONE had been used in Audirdia
by the opponent. Thus, while the words may have been adopted in the belief that the applicant was

technicaly able to do o, that turns out not to have been the case.

That is not, fortunately for the gpplicant, the end of the matter. The words themselves are not
diginctive: "finance" describes the goods as being the financid package they are, while numerds are
notorioudy common to the trade. For this reason the gpplicant was required to disclam exclusive

right to the word and numera in question.
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It isill open to speculation that the registration of another FINANCE ONE mark, perhaps with a
different logo, might be impeded by the presence on the register of the applicant's mark. Equaly,
perhaps the applicant may start an infringement action againg the proprietor of such amark - for
example, againg Comlink. Nonethe less, thereis nothing that can be done, under section 40 of the
Act, to prevent such Stuations. Established decisions show that proprietorship is precluded only by
abetter claim in repect of subgtantialy the same mark.

Here | rely on the decison in Karu Pty Ltd v Robert Leon Jose (unreported, and apped pending)
in which Drummond J followed Gummow Js decison in Carnival Cruise Lines Inc v Stmar
Cruises Ltd (1994) 120 ALR 495 or 1994 AIPC 91-049. Gummow J had noted that the conflict
between DITRENE and DITHANE (Shell Co of Australia v Rohm and Haas Co. (1949) 78
CLR 601) was resolved on the common ground that the two marks could not co-exist on the

register for goods of the same description.

Drummond J comments that Mr Justice Gummow's views on the issue of competing claims between
non-identical marks were obiter to the latter decison. None the less, Drummond J applied them
directly to the matter before him. He noted, in particular, the portion of Gummow Js decision which
reads:

When the decison (Shell v Rohm and Haas, supra) is understood in this way, it does not
supply any generd authority for the proposition thet in the case of disputed clamsto
proprietorship under the present Satute anything less than substantia identity between the
two marks will suffice. The phrase "subgtantidly identicd™ asit gppearsin s. 62 (which is
concerned with infringement) was discussed by Windeyer Jin Shell Oil Co of Australia
Ltd v Esso Sandard QOil (Australia) Ltd (1963) 109 CLR 407 at 414. It requires atotd
impression of sSmilarity to emerge from a comparison between two marks. Inared sensea
clam to proprietorship of the one extends to the other. But to go beyond thisis, in my view,
not possible. Thereis, as Mr Shanahan points out in hiswork, (Australian Law of Trade
Marks and Passing Off, second edition) p. 158, red difficulty in assessing the broader
notion of deceptive smilarity in the absence of some notiona user in Audtrdia of the prior
mark (something postulated by s. 33) or prior recognition built up by user: s.28(a)

A similar view can be taken to the conflict between 7UP in asquare and 8UPin acircle - The
Seven Up Co v OT Ltd, 75 CLR 203. In that case the American company objected on the basis

11



that they were the only ones who could become the proprietors, in Audraia, of "any mark so nearly
resembling 7UP asto be likely to decelve’. However the decision of Williams J, and subsequently
of the Full High Court, turned entirely on the lack of use of the overseas trader's mark in Audrdia

But, to return to the matter in rdation to identical marks, Gummow J continued:

In the present case there would, in my view, be no materia digtinction to be drawn between
FUN SHIP and FUNSHIP or between the addition of the definite article or the use of the
plura. However, FUN SHIPisfor this purpose a substantidly different trade mark to
SITMAR'S FUNSHIP or FAIRSTAR THE FUNSHIP.

When viewed in that light theissueisclear. Thetest for "substantidly identicd™ trade marks has
been defined by Windeyer Jin Shell Co of Australia Ltd v Esso Standard Oil (Australia) Ltd.

Thisis the test to which Gummow Jreferred and it is framed asfollows:

(the marks) should, | think, be compared Sde by sde, their smilarities and differences noted
and the importance of these assessed having regard to the essentid features of the registered
mark and the total impression of the resemblance or dissmilarity that emerges from the
comparison. The identification of an essentia feature depends, it has been said, partly on the
Court's own judgement and partly on the evidence thet is placed beforeit.

The marks at issue here are not subgtantidly identicd in view of the logo which is an essentid fegture
of the gpplicant's mark but missing from the mark used by Comlink. Asalogo dement, itis
prominent, a complex if not a sunning graphic, and more than just a symboal for the number one. It
isaso depicted in avariety of pogtionsin relaion to the non-distinctive words which make up the
trade mark used by Comlink. Moreover, the words in question have been disclamed in the present
goplication so that thereis no way that, "(i)n area sense aclam to proprietorship of the one extends

to the other”, per Gummow J., supra.

| therefore dismiss the opposition as it arises under that heading.

Other Matters.
Asto the objection(s) which hinge on deception or confusion, let me say amply that thereislittle

evidence that anyone outsde of some unidentified people in the computer systems areas of Barclay's
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Bank, the Canberra Building Society, the Periwa Habib Bank, (wherever that bank is located),
Financial Network Services Pty Ltd and perhaps Hastings Deering has heard of Comlink's
FINANCE ONE product. While some or dl of those firms are quite subgtantid, | have not been
shown that the Comlink product was widely known even inside the companies. Thereisan
evidentiary onus on Comlink to present evidence that the reputation on which it bases its opposition
isggnificant and this has not been met. | have not been shown that a"subgtantid™ number of people
in the relevant trade - which | take to be the fidld of dectronic financid information processing -
would, at the date of application, have expected a FINANCE ONE product, with or without alogo

like the present rendition of the numera in question, to have come from Comlink.

The extent of the reputation required to ground an opposition under s 28(a) is considered in
Shanahan, supra, a p. 164. In particular, | note that a reputation may be sufficient eveniif itis
confined to a relevant market and does not extend to a very large number of people when measured
in absolute terms. Had the evidence rdied on by Comlink been more convincing as to the extent of
knowledge within the industry, or had there been some corroborating evidence from the trade, then
the matter would perhaps have had to go againgt the applicant. There is no such evidence, and
Comlink has neither claimed to have spent any money in promotion in Audraia, nor been shown to
have had any spill-over reputation, a issue in Pioneer Hi-Bred Corn Corp v Hy-Line Chicks Pty
Ltd {1979} RPC 410.

Accordingly, | dismiss the oppositions as they relate to a conflicting reputation and, for the record, |

do not have to consder the overal action of section 28.

Findly, and in summation, | see no evidence that the adoption of this mark by the applicant would
amount to anything more than sharp business practice. Thereis no evidence that the mark would be
disentitled to protection in a Court of Justice and so | am not caled on to ded any further with any

ramifications of that question.

| therefore dismiss the oppositions and direct that the applications proceed to registration.
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T.EWilliams
Hearing Officer

8 December 1994
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