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TRADE MARKSACT 1955
DECISION OF A DELEGATE OF THE REGISTRAR OF
TRADE MARKS, WITH REASONS

Re:  Oppodtion by Sydney Opera House Trugt to the registration of trade mark applications
number 537290 and 537292 in the name of Sydney Convention and Vigitors Bureau
Limited.

Background:

After examination, trade mark applications number 537290 and 537292 were advertised as
having been accepted for regigtration. The applicant in both instances is the Sydney Convention
and Vigtors Bureau Limited, which | will refer to amply as “the gpplicant” from this point. The
respective goods and services are:

(for 537290): Paper, cardboard and goods made from these materials, printed matter, stationery
and photographs being brochures, pamphlets and promotiona and advertisng
metter, and

(for 537292): The promotion of Sydney as a tourist destination and convention and conference
centre, including representation of Sydney at trade and tourist fairs and exhibitions

The mark in question is as follows.

el

The gpplications were lodged on 4.7.90, and it is long established law that the rights of the
applicant are to be decided as at that date.




Regigration of the application is opposed by Sydney Opera House Trust (“the opponent”) on
various and wide-ranging grounds. The opposition process has followed the course set out in the
regulations. Both sides served evidence to support their positions, as provided by the regulations,
and the opposition came on for hearing and decison by me, as a delegate of the Registrar of
Trade Marks.

At the hearing, the gpplicant was represented by Mr David Wilson, a patent attorney of the
Sydney firm of Shelston Waters. The opponent was represented by Ms Jennifer Stuckey-Clarke
of counsd, ingructed by Katrina Pechar, asolicitor of the firm of Abbot Tout, solicitors.

As st down in the trangitional provisions of Part 22 of the Trade Marks Act 1995, the provisons
of the Trade Marks Act 1955 continue to govern this oppostion. Accordingly, the provisons to
which | will refer, below, are those of the 1955 act.

As| have sad, both sdes have filed evidence to support their positions. The evidence relied on
by the patiesis farly extenave. What it establishes about the history of the matter is criticd in
what follows and it will be most effective if | marshd the facts which are in evidence, interspersaing
these with the submissions of the parties as to what those facts actudly sgnify. | thus review the
facts under the headings and issues on, at the hearing, by the opponent. Under those headings,
should any ground be sufficiently well established, it is of course common ground between the
parties that the onus is on the gpplicant to show that it is entitled to its regidrations and that, in
dubio, the gpplications must be refused.

At the outset, | will note that this digoute occurred in a context where the two parties were well
aware of each other. Mr Martin, the Genera Manager of the opponent, is a director on the board
of the applicant, on which he represents a condituency of various organisaions which have
become members of the applicant. Mr Martin has been eected to the board to represent those
member businesses in the sector defined by the gpplicant as “ Education, attractions, arts’.

In this cgpacity, Mr Martin was present at the meeting of the applicant’s board of directors at
which the question of a new logo was considered. That logo, (“the origina design”) has dements
much like the device shown &t the head of this decison. It does differ, however. It includes the
words “CONVENTION & VISITORS BUREAU”, in smdl cepitas, above the stylised sails,
and “YOU’'RE BEAUTIFUL”, in intermediate sSized capitas, below and smdler than, the word
“Sydney”. There were aso some differences in the stylised opera house. In the origind design,
only four sail shapes were shown - the sall a the right of the group at the top of this decison isthe
addition. Nor does the origind version show the band of white just below the top edge of each
sl



The minutes of the board meeting, in evidence and relied on by the applicant, show that Mr Martin
voted for adoption of the new logo. The minute papers do not include an actua copy of the logo,
as presented to the board by the advertisng company which crested it, but other elements of the
evidence, to which | will refer, dlow the origind design to be reasonably clearly established.

Mr Wilson argued that the words at the top and bottom were extraneous to the other matter, not
necessarily aways intended by the gpplicant to be part of the logo which it was consdering
adopting. Thus, he argued that the present application, without the words “CONVENTION &
VISITORS BUREAU” a the head, and without the words “YOU’RE BEAUTIFUL”, could be
reconciled with the original decison. However, | do not accept this. The words in question were
in afax sent by the applicant to the opponent after the board meeting. The fax incorporatesin a
nutshell the essence of the applicant’s explanation of the adoption of the mark, as well as being
definitive of what the gpplicant’s board meeting had before it. In that fax, John Rowe, then the
Managing Director of the gpplicant, Sated:

Attached is a black and white copy of the new SCVB logo, which was gpproved at last
week’ s Board Meseting, for your information. The actua colours are indicated.

As we discussed, | do not see any problem with the fact that both our logos use the Opera
House sails design, because each logo isindividudly quite different.

As | sad a the Board Meseting, we regard the Opera House as the mgor symbol for
Sydney and in fact Audrdiain our internationad marketing activities

As Mr Wilson noted at the hearing, the fax was in black and white. The gpplicant described, in
the fax to the opponent, the “actua colours’ represented by the black and white copy which was
sent. So far as can be seen from the evidence, in the verson actudly adopted by the board, the
words “CONVENTION & VISITORS BUREAU” and “YOU'RE BEAUTIFUL” were
indicated to be in “reflex blue’, the same colour as used for the sails. The word “ Sydney”, on the
other hand, was to be in warm red. This information about colours would not have been
necessary had not the applicant wished to reassure the opponent about what was actualy to be
adopted. What was adopted was said, in my opinion, to include the words in question. Any
looseness or uncertainty about what was being adopted and to be used has, in my opinion, crept

in subsequently.

Mr Martin’s own evidence puts a different face to the adoption of thelogo. Mr Martin apparently
rang the applicant after the relevant board meeting. His own uncontroverted declaration is to the
effect that he expressed, to the then managing director of the applicant, Mr Anthony South, the
opponent’ s reservations. “I said to him...It is; in our view, the same as our logo”.



The upshot of dl this was that officers of the opponent attended two meetings with the designers
of the gpplicant’slogo. These led to arevison of thelogo. | will refer to this later verson as “the
revised logo”. The revised logo incorporated al the words of the original design and atota of five
sls, identica in thelr rendition to those shown at the heed of this decision.

For clarity, the revised logo is asfollows:

For reference, | will say that the word content and style is exactly asin the origina design and that
the only changesthat | can see are in the addition of one sail a the right side of the logo and in the
adding of aband of white along the top edge of each sall.

There is no doubt, of course, that the applicant has used - and applied to register - the device
element without al of the words present in the logo as adopted. It has used the mark, as gpplied
for, ie showing just the sails and the word “Sydney”, on brochures and promotional materia on a
farly regular basis. In one ingtance at leadt, that mark has been used in a brochure which, on the
facing page, mentioned the opponent and showed the opponent’s trade mark. The brochure in
question, cdled the Sydney Facilities Guide, is dated 1995-96. Both trade marks, | will add,
were in that ingance reatively smdl, used in the margins, dmost as decorative trim to make the
look of the brochure more pleasing to the eye. The brochure is a substantial document of some
200 pages. 1t seems from the evidence that the first edition of this publication to feature the trade
mark the subject of the opposed applications was the 1992-93 edition, which apparently sold for
$30.00 per copy.

Returning to the events of February 1990, Mr Martin, on what he now declares was a very
sketchy understanding of how the logo would be used, told the gpplicant that the revised design



“was acceptable’. Mr Martin declares that he did not know that registration of the logo as a
trade mark was intended by the applicant.

In severa ingtances, as Mr Wilson noted, Mr Martin's declaration fails to draw a clear distinction
between the thing originaly adopted by the board of the applicant and the thing as sought to be
registered by them. Mr Martin's declaration can be read as though he sees the two things as one
and the same, or as conggtent. That is something that Mr Wilson noted in his argument that the
gpplicant’s actions are “broadly consstent” with the board meeting and with developments since
then. | will say, here and now, that | do not accept Mr Wilson's argument that such actions were
necessarily consistent with the action taken at the board meseting. 1 will return, below, to the extent
to which the two can be reconciled.

What, then, was the opponent’s own logo, the cause of Mr Martin's expressed concern? It isas
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This trade mark is registered for goods in various classes. Among the regigtrations are numbers
488685, in respect of “Entertainment services, production of opera, shows, and concerts’, and
488687. The latter was filed on the same date, 9.6.88, in respect of “All goods in this class
including paper and paper aticles, printed meatter, periodicds, dationery, adhesve materid,
ordinary playing cards’.

The records of the Trade Maks Office show tha the examiner who dedt with the present
goplications came to a concluson like that of Mr Martin.  Objections were therefore taken in
terms of ss 33(1) and 33(2), under the Trade Marks Act 1955. The basis of these was that the
present gpplications were said to be deceptively similar to registrations 488687 and 488685
respectively. The present gpplications were dlowed to proceed only on gpplication of the
provisons of sub-section 34(1). Itistimel set down these rdlevant provisons.

33. (1) Subject to this Act, atrade mark is not capable of registration by apersonin
respect of goodsif it is subgtantialy identica with or deceptively smilar to atrade mark
which isregigtered, or isthe subject of an gpplication for registration, by another personin



respect of the same goods, of goods of the same description as those goods or of services
that are closdly related to those goods, unless the date of registration of the first-mentioned
trade mark is, or will be, earlier than the date of registration of the second-mentioned trade
mark.

(2) Subject to this Act, atrade mark is not cagpable of registration by apersonin
respect of servicesif it is subgstantialy identica with or deceptively smilar to atrade mark
which isregigtered, or is the subject of an application for registration, by another personin
respect of the same services, of services of the same description as those services, or of
goods that are closdly related to those services, unless the date of regigtration of the first-
mentioned trade mark is, or will be, earlier than the date of registration of the second-
mentioned trade mark.

Concurrent use

34. (1) In case of honest concurrent use or of other specia circumstances which, in
the opinion of the Regidtrar, make it proper so to do, the Registrar may permit the
registration of trade marks which are substantialy identica or deceptively smilar, or, but
for the honest concurrent use or other specid circumstances would be deceptively smilar,
for the same goods or services or other goods or services, by more than 1 proprietor
subject to such conditions and limitations (if any) as the Registrar imposes.

It is dso worth noting that Mr South, the present Managing Director of the gpplicant and a
declarant in the present opposition, has previoudy made a declaration in support of the gpplication
of s 34(1). In this he was successful, and the provisions of s 34(1) were gpplied to dlow the
gpplications to proceed, at least to the acceptance stage. Mr South’'s earlier declaration, while
relied on before the trade mark examiner, is not part of the evidence in these proceedings. And
for good reason - it isincorrect.

| raised, a the hearing, some discrepancies between what Mr South had to say to the examiner of
trade marks and what he now has to say when the gpplicant is confronted with opposition
proceedings. Since this bears, abeit indirectly, on what is to follow, it is necessary to set out part
of the evidence that was before the Registrar’ s delegate at the time of acceptance, and as it now
is.

Before acceptance, Mr South said, in adeclaration made in August 1994

The mark was developed in November 1989 and has been used continuoudy in both
Audrdiaand internationdly since that time.

Now, for the purpose of the present opposition, Mr South declares that the mark was not in fact
launched until April 1990. Thisis much more congastent with the present evidence. The board of
the gpplicant had not even voted to adopt the origind design until January 1990, and the revised
verson was not apparently consdered by Mr Martin until February of that year. It is unfortunate
that Mr South is only now able to be clear about the date of the launch - and, indeed, that Mr
Martin was present a that launch.



Mr Wilson had no specific explanation for the five month discrepancy in Mr South’s declarations.
He did concede, when | put the matter to him, that the effect of the discrepancy was to increase
the gpparent duration of the period of use before the filing of the opposed applications on 4.7.90.
In smple terms, the effect of that which Mr Wilson categorised as an “error, corrected on closer
examination” wasto increase the prior use which could be considered for the purposes of s 34(1).
What was in truth a period of just over three months was thus wrongly stated to be just over eight
months. Such over-statement will ways assist an applicant.

Mr Wilson argued that there was dso a “specid circumstance’ in terms of s 34(1) that was
gpplicable here. He argued that such specid circumstances are a separate provison within s
34(1), ableto be relied on in their own right irrespective of the duration or otherwise of the period
of honest concurrent use. | will come to that in due course. Sufficient for the moment that it be
flagged as anissue.

As to the business of the applicant, it is quite clear that it is serioudy engaged in promoting the
entire Sydney area as a venue for “business tourism”.  As part of this, the trade mark in question
gppears on letterheads, on promotiona brochures and guidebooks and, apparently, on the
dationery of members. The applicant is funded jointly by its members and by the NSW
Government.

The applicant has brought into evidence a mini-survey of the opinions of experienced officers in
various organisations, al of which are members of the applicant. Ms Stuckey-Clarke objected to
my giving any weight to this survey. | will digpose of that question now.

Mr Wilson noted thet it may not necessarily be easy to find mgor players in the business tourism
industry who are not members of the gpplicant. However, | must regject the survey for other and
sdf-evident faults in its methodology, so | am not caled on to ded with the subsidiary question of
the affiliation of those surveyed.

For one thing, the survey atracted only five replies. | have not been told how many were sent out,
but the fact remains that a meagre handful of responses was received. It is very unlikely that such
a smal number could be gatidticdly sgnificant. More to the point, the survey is unacceptable in
the way it presents information to those surveyed. They are told of the two competing marks and
of the date of first use of each. They are told about the dispute between the parties. They are
given the opportunity to compare the two marks, then invited to admit to either being or having
been deceived or confused by the concurrent use of the two marks. Since the two marks are
presented as having co-existed for about five years a the time of survey, the question about
deception or confusion is tantamount to asking those individuals to admit to being more mistake-



prone than the rest of their colleagues. Even if that were not so, the careful and considered
regponses of those surveyed, made in writing in the full knowledge of al the facts, are not, in my
view, something which | should give more than token weight in reeching my own decison. The
reason for thisis that my own decison goes to the overdl likelihood of deception and confusion
among ordinary tradersin the ordinary circumstances of commerce. Experienced traders who are
aso members of the gpplicant make up only atiny fragment of the broad market for, in particular,
class 16 goods.

It remains to note that the opponent’ s trade mark has been asserted to have been used in the sale
of goods which have been generdly categorised as “class 16 goods’. While saes figures go back
to 1983, the figure of $8437.50 is quoted as the vaue of sades for not just that year but for each
and every year following up to and including 1990. This leads me to doubt the accuracy of the
specifics of that claim and it isin any case difficult to decide if the usein question isindeed use asa
trade mark.

Trade mark use, as a swing tag attached to goods, has been asserted by the opponent in relation
to jewdlery. Without more information on how those goods were sold it is again impossible to
say if the device in question figured in the sales in question. However, these sdles commenced no
earlier than 1993 and are not relevant to the matters in dispute as a the filing date of these
applications.

What is quite clear is that the opponent’s trade mark has, since it was adopted in 1983 in relation
to the production of shows, concerts and operas, become reasonably well-known to the relevant
public. | use the words “reasonably well known” cautioudy, since the mark is not dways
prominently used on the opponent’s brochures, leaflets and caendars. None the less, | think it
more likely than not that the opponent’s mark had a significant reputation and was reasonably well
known to a reasonable number of people in the entertainment industry.

It appears that the opponent was unaware of the application to register the present form of the
mark until October 1992.



Issues and Decision
| turn first to the questions under ss 33 and 34.

As to the overlap of respective goods and services, Mr Wilson conceded that the application in
class 16 isinevitably within the scope of the opponent’ s regigtration for al goodsin that class.

As to “services of the same description”, for the purposes of s 33(2), counsel for the applicant
noted that there is evidence that the Opera House is regularly used as a venue for community and
culturd events. That may be so, and | do not disagree. However, what is relevant for the notiona
comparison under s 33 of the Act is the scope of the services for which the opponent is actudly
registered. These are “ Entertainment services, production of opera, shows and concerts’. Those
sarvices, while quite broad, seem to me to be narrower than some of the business that the
gpplicant actudly conducts. Thus, while | can use the opponent’s evidence as illudrative of some
of the things that may fal within the scope of entertainment services, | do not see its actud
business as being as definitive of the scope of its regigtration.

Ms Stuckey-Clarke argued that the opponent trades in entertainment services as part of its trade
in, for example, conference venue hire.  She stressed that the public were well aware of this
overlap, and that deception or confusion would be inevitable in the circumstances of the present
case. In pitching the matter on those terms, she relied on American Express Company v NV
Amev (1985) AIPC 90-258. | will turn to that decision, abeit briefly.

At p 36,473 in that report, the Registrar's delegate, Mr Hancock, adapted the classic test for
“goods of the same description” under s 33(1) to the comparable question of services of the same
description under s 33(2). He adopted the tests used by Romer J in Jellinek’s application
(1946) 63 RPC 59: the nature, purpose and trade channels of the services. Mr Hancock, as |
read the decison, relied on the fact that there is considerable overlap of trade channdls, plus the
fact that public deception or confuson would result if the services with which he was then
concerned - travel agents services vs insurance services - were both to originate under the same
well known trade mark. That was the basis of his decison under s 28(a) of the Trade Marks Act.

His decison sheds less light on the related but more technica question under s 33. Mr Hancock
begins, under the heading “The services compared” by noting that, because of the dates in
question, there was no question of an objection arisng under s 33 in respect of services of the
same description. He goes on to note that, of the services with which he was concerned, there
was quite extensive overlap of trade channds. He aso stresses, consigtent with Jellinek’s case,
supra, that mere overlgp in trade channels is not likely to be decisve where there is wide disparity
in the nature and purpose of the services.



Ms Stuckey-Clarke argued that because the Opera House expends quite a lot of money on
promoting its services - which services include entertainment services - there was, in a sense, a
complete overlap between the “promotion” aspect of what the gpplicant does and the promotion
aspect of the business of any trader.

At the hearing, Ms Stuckey-Clarke did not press the argument that the services specified in
gpplication 537292 were closdy related to the goods in the opponent’s class 16 registration.
While Mr Wilson did not accept that there was any conflict between the competing services, he
did not press argument on that score. That was because of his bdief, reflecting that of the
gpplicant, that it will ultimately be the comparison of the trade marks themsdves that rules out any
objection under s 33.

| will address the relevant headings applied by Mr Hancock in assessing services of the same
description.

Nature: The gpplicant’s service is one that combines advertisng with advocacy. That isto say, it
promotes the venues in Sydney as well as promoting Sydney itself as the ided dedtination.
However, it does not trade in entertainment services per se  its members pay their dues to the
gpplicant because it serves the interests of dl of them in generd. Those members are drawn from
aress as diverse as the banking sector and transport operators. Their diverse interests would not
be served if it was even arguable that the gpplicant was a competitor with any of them.

Purpose: No service or trade in goods can be carried on without promotion in some form or
other, even if it be only word of mouth, of the thing being traded in. But that Smilarity must not be
taken too far. An advertisng service is, of its nature, a service rendered to traders by third parties
for the purpose of attracting consumers towards the businesses of the traders. Entertainment
sarvices, on the other hand, are rendered to the consumer by the entertainment venue.

Trade channds  Again, these must reflect the divergent natures of the services in question.

Accordingly, I conclude that the services of gpplication 537292 are not of the same description to
the entertainment services specified in the opponent’s class 41 regidiration.

Nor do | conclude that the services specified in gpplication 537292 are closdy related to the
goods of the opponent’s class 16 regigration. Since the matter was not fully argued before me, |
will smply note that Mr Hancock’s conclusion in American Express is not an gppropriate guide
for me in the present case. Here, the practicad differences in the nature, purpose and trade
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channds of the goods and services are paramount. What the applicant does is accurately
reflected in its statement of services, and what it does is not, by any ordinary stretch of the words,
closdly related to the work of publishers, stationers, booksellers or newsagents.

Comparison of marks

In brief, Mr Wilson argued that the applicant’s mark does no more than make use, among many
such uses that are to be found in printed matter, of what is after dl a notable feature of the Sydney
skyline. He noted that, in evidence, there are many occurrences of a device of the Sydney Opera
House, and that “opera house” is now an indexing term used by the Trade Marks Office to
describe the features of relevant trade marks.

Mr Wilson categorised the opponent’ s trade mark, against that background, as being notable as a
placid device, “tranquil and sombre”, memorable for the horizonta lines of shading under the sails.

This he contrasted with the vigorous flourishes of the word Sydney in the applicant’'s mark and

with the overdl dynamic (“explosive’) look of that mark as a whole. His argument, put smply,

was that in a field crowded with differing representations of the Sydney Opera House, the two

versons now in suit would readily be distinguished in practice.

Ms Stuckey-Clarke countered by saying that, nowhere in evidence are there two marks as close
as the present two.

Both representatives agreed that the appropriate test is as per Australian Woollen Mills Ltd v

F.S Walton & Co Ltd (1937) 58 CLR 641

In deciding this question, the marks ought not, of course, to be compared side by side.

An attempt should be made to estimate the effect or impression produced on the mind of
potentid customers by the mark or device for which the protection of an injunction is
sought. Theimpression or recollection which is carried away and retained is necessarily
the basis of any mistaken belief that the chalenged mark or deviceisthe same. The effect
of spoken description must be consdered. If amark isin fact or fromits nature likely to
be the source of some name or verba description by which buyers will express their desire
to have the goods, their smilarities both of sound and of meaning may play an important
part. The usud manner in which ordinary people behave must be the test of what
confusion or deception may be expected. Potential buyers of goods are not to be credited
with any high perception or habitual caution. On the other hand, exceptiond carelessness
or stupidity may be disregarded. The course of business and the way in which the
particular class of goods are sold gives, it may be said, the setting, and the habits and
observation of men considered in the mass affords the standard. Evidence of actua cases
of deception, if forthcoming, is of great weight.”

Again, there was common ground that it is enough if the ordinary person entertains a reasonable
doubt - see Southern Cross Refrigerating Co v Toowoomba Foundry Pty Ltd (1954) 91
CLR 592 at 594 - the decision of Kitto J.
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I mugt atempt to approach the matter dlowing for reasonable posshbilities of imperfect
recollection, on the one hand, and, on the other, that the Sydney Opera House is world-famous
and regularly shown in pictures, drawings and cartoons.

| have taken due regard of the prominent word “Sydney” in the applicant’s mark. However, the
sample fact isthat the Sydney Opera House is not the only opera house in theworld. For al that it
is an element of difference between the two, it is aso descriptive. In applying the doctrine of
imperfect recollection, the incluson of the name of the city in question is not a hinge which can
bear any great weight. Conversdly, while being a descriptive element, it is dso a piece of visud
bulk under the sails, the position occupied, in the opponent’s mark, by the horizontd lines. Itisa
fact that, in the applicant’s mark, the two loops of the letters “y” in “Sydney” correspond to the
low parts of the underlining in the opponent’s markThis is an ement which affects. | doubt that
many people would recdl it in those terms but it is a possibility which must be weighed for whet it
isworth.

| find it difficult to balance the relevant principles, which operate againgt each other. | say, asto
that balance, that the matter is not clear-cut but that the gpplicant has not done enough to distance
its mark from the device featured in the opponent’s regidtration and from the overdl look of that
competing mark. There istoo much of overal amilarity in the way the sails of this familiar building
have been characterised in the two marks. While it may be that many graphic artists would come
to amilar renditions of the profile, that does not detract from the fact that, in practice, the one
mark is, as a whole, likely to be taken for the other. It follows that the application 537290 is,
given the overlap of the goods, caught by the provisions of s 33.

It was with this in mind that the gpplicant, when seeking acceptance of its applications, sought to
invoke the provisons of s 34, to which | have dready referred.
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Section 34
Mr Wilson argued again the essentid eements of honest concurrent use under s 34(1). While the
honesty of the adoption isthe chief of these, the extent of the use must dso be considered.

| do not think | can accept, under that particular heading, the use of the gpplicant’'s mark after
lodgement. It has been said that this can condtitute a specid circumstance. | will come to that
presently, but for the moment let me say that, on the whole, such a brief period of use prior to
lodgement of the gpplication is unlikely to be sufficient. That is particularly so if there is any doubt
about the surrounding circumstances - as here there is. The gpplicant has not dways used the
mark it now seeks to register. Sometimes, at least, the name of the applicant appears as part of
the mark. Accordingly, if the use in question is atest of red likelihood of deception, the test has
not aways been of the marks with which I am now concerned.

| turn then to the specid circumstances said to lie in the use of the mark since the date of
lodgement and in its adoption with the consent of the opponent. Here, Ms Stuckey-Clarke raised
what seems to me to be a complex legd issue. She argued that, despite the fact that the entire
matter was discussed by businessmen in smple terms and with no reference to a licence
arrangement, some form of implied licence was created. As Ms Stuckey-Clarke invited meto see
the matter, the opponent, generoudy and in the intention that the relationship would hold firm,
exchanged certain implied promises with the applicant. This was arguably done, she sad, for
some mutud benefit, on the basis that both parties would act on the understanding.

Mr Wilson was severdly critica of this, countering that this notion of the relationship was
remarkably different from what the parties had in fact done and had said to each other. 1t was all
very well for Mr Martin to have had some sort of understanding - sketchy, as it now turns out - of
what the gpplicant intended to do with its trade mark. That did not, in Mr Wilson's argument,
amount to an exchange of promises or to an establishment of an implicit controlling relationship.
As Mr Wilson argued it, the applicant had amended its mark to appease the opponent. Why, he
asked, should it then think it was using the trade mark - its own trade mark - under licence? | am
inclined to agree with this. If such issues of law are to be further untangled, it will have to be on

3ppedl.

However, Ms Stuckey-Clarke also argued that the applicant had lulled the opponent into a fase
sense of security. It had then gpplied to register a mark which was significantly different to that
which, in the light of the opponent’s concerns, it had moved to adopt after discussons with the
opponent. It had faled, moreover, to tell the opponent that it had reneged or varied its
undertaking. Ms Stuckey-Clarke thus argued that the gpplicant’s actions to date amounted to
having unclean hands.
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Mr Wilson argued that the applicant had acquiesced to the subsequent changes. However, the
evidence of acquiescence is not very convincing. The revised verson of the mark apparently
came to the knowledge of the opponent in 1992. The applications which embody that mark were
opposed in December 1994 and the oppositions have been on foot since that time.

It seems to me that, while the gpplicant devised the trade mark honestly, it has been less than
paingtaking in its dedlings with the opponent since then. Nor did it fully disclose the matter when
the question of s 34 of the Trade Marks Act was firg raised during the examination of the
gpplications. | do not see that there is anything in these circumstances that should convince me to
grant, under the specid circumstances leg of s 34(1), a regigtration that would otherwise not be
available to the gpplicant.

Section 28

This provision deds, anong other things, with the regigtration of trade marks that may, because of
an established and conflicting reputation in the hands of another trader, give rise to deception and
confusion.

| will sat down the relevant provisons.

Scandalous and improper marks

28. A mark-

(a) the use of which would be likely to deceive or cause confusion;

(b) the use of which would be contrary to law;

(c) which comprises or contains scanda ous matter; or

(d) which would otherwise be not entitled to protection in acourt of justice,
shdl not be registered as atrade mark.

In their relevant fidds, the two parties to this opposition gppear to be well-known. However, |
am not convinced that there is any reasonable prospect of deception or confusion in reation to the
speciaised trade in promotion services specified in gpplication 537292. Accordingly, | find that s
28(a) has not been established in relation to those services.

| have dready said, on the other hand, that the opponent’ s trade mark is reasonably well known in
relation to entertainment services. From this reputation, there is an unacceptable level of risk of
deception or confusion arising in relation to class 16 goods. Not only are printed goods regularly
produced by those who trade in entertainment services, they are often inseparable from them. In
the case of theatre programmes, for instance, they are designed to be an adjunct, to asss in
delivery of the services and to enhance the enjoyment of these. In the case of tickets, possession
of the printed matter ensures the ddivery of the service. Equdly, the practicd extent of the
overlap between entertainment services and printed goods has been recognised by entrepreneurs,
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who routindy sdll promotiona books and posters etc based on the actua play or screenplay in
question.

The gpplicant assarts, through the making of application 537290, thet it is intending to trade in the
genera run of class 16 goods. | am, in such a case, satisfied that there would be a reasonable risk
of deception or confusion in relation to some class 16 goods.

That finding establishes that s 28(a) of the Act is triggered. Ms Stuckey-Clarke noted the
Regigrar’ s interpretation of the overal congtruction of s 28, as advised in the Official Journal of
12.991. That interpretation has been accepted by Tamberlin J in the recent case of Canon
Kabushiki Kaisha v Brook, 1996 AIPC 91-268. Ms Stuckey-Clarke accepted, from this, that s
28(a) was not of itself sufficient to preclude registration. Something more has to be shown, some
circumstance which might disentitle the trade mark to protection in a court of justice.

Ms Stuckey-Clarke relied, in this latter question, on a decison of Sheppard J in Nike
International Ltd v Campomar Sociedad Limitada, 1996 AIPC 91-271. Sheppard J has
confirmed that various references to “blameworthy conduct” should, on baance, be seen as
samply a convenient shorthand reference to conduct which would disentitle an applicant to relief in
acourt of equity.

From this basis, Ms Stuckey-Clarke invited me to see Sporoptic SA v Arnet Optic 32 IPR 430
as putting an initid onus on an a person gopplying for regidration of a trade mark to show that it
was not guilty of blameworthy conduct. Here, she relied on a detailed reading of p 441 of the
report. However, | do not think that the terms of the decison can be seen in isolation from the
evidence. On my reading, the delegate, having considered the opponent’ s evidence, inferred from
the totdity of the evidence that the moatives of the applicant were likely to have been blameworthy.
The initid evidentiary onus was on the opponent but in Sporoptic the evidentiary burden had
passed to the trade mark applicant. When the balance was tested by the delegate, the decison
was againg the gpplicant.

| have dready sad that | am not satisfied with the applicant’s decison to adopt the presently
gpplied-for mark in the light of the debate atendant on the opponent’s objection to the origina
verson. | think, without going further into the matter, that the applicant’s conduct in the present
meatter is what Ms Stuckey-Clarke categorised as disentitling for the purposes of the overal action
of s28.

Accordingly, s 28 acts as a bar to the registration of gpplication 537290. In such acase, s 34
cannot be available to such an gpplicant as a matter of principle.
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Conclusion:
Application 537290 is caught by both s 28 and s 34. | refuse to register that application.

Application 537292, on the other hand, is ot so caught. Accordingly, | direct thet, in the absence
of an appedl, application 537292 proceed to registration.

Asto codts, | direct that each party bear its own.

T.E. Williams
Hearing Officer.
24 June 1997
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