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TRADE MARKSACT 1955
DECISION OF A DELEGATE OF THE REGISTRAR OF
TRADE MARKS, WITH REASONS

Re:  Oppostion by Oakley, Inc to the regidration of trade mark application number
562123 in the name of Manta Surfing Products Pty Ltd.

Background:

After examination, trade mark application 562123 was advertised by the Trade Marks Office
as having been accepted for regidtration. The goods specified in the application are flippers
for swvimming and for bodyboarding. The gpplicant is Manta Surfing Products Pty Ltd, which
| will refer to smply as “the gpplicant” from this point.

The mark in question is the word BLADE, shown in the gpplication form in a jagged diagona
script form asfollows:

However, for convenience | will refer to the trade mark as though it was smply a word in
ordinary script.

Oakley, Inc ("the opponent™) has opposed regigtration of the gpplication, on various grounds.
The opposition process has followed the course set out in the regulations. Both sides served
evidence to support their positions and the oppostion came on for hearing and decision by
me, as addegate of the Regigtrar of Trade Marks.



At the hearing, the applicant was represented by Mr Trevor Stevens, its patent attorney, of the
firm Davies Collison Cave. The opponent was represented by Mr Wayne Willis, a legd
practitioner of the firm of F. B. Rice and Co, patent attorneys.



Mr Willis made it clear that the opponent was pursuing two grounds of opposition only;
conflicting prior regigration (s33) and conflicting prior reputation (s28). | will review the
evidence and submissonsin those terms.

The evidence

The opponent has a registration, number 482862, for the word BLADES, in ordinary upper
case script, for sunglasses and replacement accessories for these, specificaly ear stems, lenses
and nose pieces.

The opponent’ s evidence shows that the opponent is the seller of expensive sunglasses, amed
a what Mr Willis characterised as the “fun in the sun” brigade, particularly those who are
image-conscious. Mr Willis argued that, to a sgnificant number of people, the opponent’s
BLADES sunglasses are an icon. The evidence tends to support this. It shows that sdes have
risen consgtently since the product was introduced to Audtrdia in June 1986. In 1990, the
year before the disputed application was lodged, some 3,400 pairs were sold with $48,000
having been spent on promotion in the period to April of that year. The promotion is in
pecidist magazines such as Riptide, Australian Surfing Lifeand Surfing World. In 1994
the opponent’ s sunglasses sold for between $115 and $170 per pair.

The opponent’s goods are unusua looking, resembling protective eye shieds as much as a
par of sunglasses. Prominent on the bridge of these glasses is the word OAKLEY, which is
aso the centrepiece of the advertisements annexed to the opponent’s declarations. The
gpparent thrugt of the marketing is that the opponent’s goods are sold to a discerning niche
market, generdly through surf shops.

Though the evidence suggests that the trade mark OAKLEY is used more prominently, and is
probably better known than BLADES, these are not items that, given their price, are bought
recklesdy. Moreover, the apparent thrust of their marketing is to put them into a niche where
the trade marks of fashion items such as sunglasses are taken serioudly, as part of the wearer’s
image. Itis dear, from the evidence, that BLADES sunglasses are well known in the relevant
marketing niche, a not-inggnificant group of the genera population.

Otherwise, the opponent’s trade evidence is to the effect that, in surf or water-sport shops,
sunglasses are diplayed “adongsde or in close proximity” to swim fins.

Mr Stevens, for the gpplicant, was critica of this aspect of the opponent’s evidence. He
contrasted a picture painted in such bland and stereotyped words with the picture painted by
the gpplicant’s own leading declarant, Terry FHeming. Mr Heming is the managing director of



the gpplicant company. He has had nine years experience in the manufacture and sale of swim
fins. He declares that goods as bulky as swim fins are not usudly sold sde-by-sde with
sunglasses, but rather, because of the space they tend to take in storage and display, a the
rear of the shop. Also, as Mr Stevens noted, items such as sunglasses tend to be more easily
stolen, so they are often digplayed in locked cabinets or under the scrutiny of store staff et the
front of astore.

The evidence as to the display of swim finsis somewhat contradictory. The divergent views of
the applicant’s and opponent’ s declarants can be reconciled if | take a broad view of what the
opponent’ s trade declarants may have meant by “dongside or in close proximity”. | thus take
the opponent’ s declarants, in the lack of anything more specific, as saying little more than that
the two lines are not normally sold at opposite ends of stores and that they may possibly be
s0ld sde-by-sde.  This is a very much less compelling reading than would apply if tha
evidence was taken at face vaue. | have had to interpret the opponent’s evidence in this way
because of the stereotyped declarations, where the words of lawyers arguably were put into
the mouths of traders and shop managers.

The gpplicant’s remaining declarations are from people in the trade. These declarations are
not stereotyped. However, while the declarants are very forthright in saying that nobody could
possibly mistake a pair of flippers for a pair of sunglasses, there is, unfortunately, more to the
issue than this.

The applicant’s evidence does, however, show that there are a number of registered trade
marks, owned by a vaiety of other companies, for various “blade” marks.
ROLLERBLADE, for ingance, is a regisered trade mark, but coexists with LAZER-
BLADEZ and CAVITY BLADE for goods that are listed as, or include, inline skates.
POWER BLADE has been accepted (and is now registered) for snow skis. The gpplicant
has introduced argument, under cover of a statutory declaration, to suggest that there is thus
no practical monopoly on regigtrations of trade marks incorporating the word “blade’. The
particular goods for which these trade marks are registered are dso consstent with the
gpplicant’s declared statement that it adopted the mark to alude to the contoured shape of its
swim fins and the cutting action of thefinin use.

Findly, the evidence shows tha the gpplicant’'s swim fins are made by a rddivey
unsophisticated process, the moulding and curing of naturd and synthetic rubber. This
contrasts markedly with the more mechanicaly and optically complex nature of sunglasses.
The opponent’ s production process, per the publicity materid in evidence, appears to use the



“most advanced technology available’. Either way, | think it is obvious that sunglasses in
generd are, compared to swim fins, complex and accurately made assemblages.

Arguments and decision:

Comparison of marks:

The arguments of the opponent fall under two provisons of the Trade Marks Act of 1955,
both designed to prevent conflict with prior trade marks. Section 33 dedls with the notiona
possibility of conflict with a trade mark as registered, assuming use in any fair way for any of
the goods covered by the registration.  Section 28(a), on the other hand, dedls with possible
conflict between the rights sought by an gpplicant and the existing and established reputation,
at the date of gpplication, of the opponent.

I will set down the relevant provisons at this point, as there is a common thread in the
arguments of the parties.

Section 33 (with my emphasis):

(1) Subject to this Act, a trade mark is not capable of registration by a person in
respect of goods if it is substantially identical with or deceptively smilar to a
trade mark which isregistered, or is the subject of an application for regigtration,
by another person in respect of the same goods, of goods of the same description as
those goods or of servicesthat are closely related to those goods, unless the date of
regisration of the firs-mentioned trade mark is, or will be, earlier than the
date of registration of the second-mentioned trade mark.

It will be sufficient if | Smply give my brief finding that the trade marks in question, as gpplied
for and as registered, are substantidly identical. [If that were in doubt, s 6(3) provides that
“For the purposes of this Act, a trade mark shall be deemed to be deceptively smilar to
another trade mark if it so nearly resembles that other trade mark as to be likely to deceive or
cause confuson.” For reasons that follow, however, neither finding will be fad to the
applicant.

For the moment, | will leave aside the remaining parts of s 33(1). The part with which | am
thus concerned, taken with s 6(3), looks only at the comparison of trade marks, though the
goods to which they are applied set the circumstances and context of that comparison. None
the less, given the terms of s 6(3), the wording interlocks with s 28, which provides, again with

my emphass.

A mark-

(a) the use of which would belikely to deceive or cause confusion;

(b) the use of which would be contrary to law;

(c) which comprises or contains scanda ous meatter; or

(d) which would otherwise be not entitled to protection in a court of justice,
shall not beregistered asatrade mark.



Therefore, under both s 28 and s 33, | am to consider the issue of deceptive smilarity of trade
marks. | am to compare the mark as shown in the gpplication form, alowing for al reasonable
uses thereof, to, respectively, the mark as used (s 28), and as registered (S33), by the
opponent.

Mr Stevens argued that there are notable differences between the applicant’s and opponent’s
trade marks. the script and the fact that one is singular, the other plurd. However, in my
view, neither of these suffice, for reasons that follow.

The test for deceptive smilarity is a practicd one which looks to the marks in the
circumstances which will gpply in everyday use and dlows for imperfect recollection. See The
Shell Company of Australia Limited v Esso Sandard Oil (Australia) Limited, (1963) 109
CLR 407 at 415:

On the question of deceptive smilarity, a different comparison must be made from that
which is necessary when subgtantid identity isin question. The marks are not now to
be looked at side by sde. The issue is not abstract smilarity, but deceptive smilarity.
Therefore the comparison is the familiar one of trade mark law. It is between, on the
one hand, the impression based on recollection of the plaintiff's mark that persons of
ordinary intelligence and memory would have; and, on the other hand, the impressions
that such persons would get from the defendant’s [trade mark].

| note, as Mr Willis did, that the gpplicant’s declarants routindly confuse singular and plurd.
Thus, quite undersandably in my view, they (incorrectly) refer to “Manta Blades’ or
“Oakley’s‘Blade range’. If it were not dready clear from the principlesin Shell v Esso, this
confuson would itsdf suggest that the sngular versus plurd issue is not a sufficient

demarcation.

As to the look of the mark, | accept Mr Stevens argument that these are goods which are
often sdlected by the customer, rather than being asked for by name. Mr Stevens referred to
Deeko Australia Pty Ltd v The Decor Corporation Pty Ltd, 1988 AIPC 90-479. He
argued that the present case also was one where, because of the way the goods are displayed
and bought, the look of the mark should be given added weight as againg its sound. It istrue
that the word BLADE is written in a stylised script in the gpplication and is used in another
stylised script by the opponent. However, neither script form adds a great ded to the
comparison under s 28. Nor, for the purposes of s 33, is there anything in the very ordinary
seript used to show the trade mark in the form in which it is registered by the opponent.



| therefore find that the applicant’s mark and the opponent’s, compared as trade marks, are,
a the very leadt, deceptively smilar.

The remaining portions of s 33(1), those which | did not previoudy emphasise, must now be
consdered. It follows, from them, that the application can proceed only if the goods are
aufficiently dissmilar as to not be goods of the same description. For the purpose of s 28, the
demarcation would dso have to be sufficient to preclude any reasonable likeihood of
deception or confusion.

Relevant goods:

Mr Stevens addressed s 33 in terms as per Shanahan’s Australian Law of Trade Marks and
Passing Off a p 191: the matter isto be looked at on the facts of the case, in a commercia
and business sensg, in the light of principleslaid down by the courts.

These principles are quoted, at p 192 of the same text, from the case of John Crowther &
Sons (Milnsbridge) Ltd's application, (1948) 65 RPC 369:

In arriving at a decision upon this issue the reported cases show that | have to take
account of a number of factors, including in particular the nature and characterigtics of
the goods, their origin, their purpose, whether they are usualy produced by one and
the same manufacturer or distributed by the same wholesae houses, whether they are
sold in the same shops over the same counters during the same seasons and to the
same class or classes of customers, and whether by those engaged in their manufacture
and digribution they are regarded as belonging to the same trade. In the case of
Jdlinek's Application (63 RPC 59), Romer J. classfied these various factors under
three heads, viz., the nature of the goods, the uses thereof, and the trade channels
through which they are bought and sold. No single condderation is conclusve in itself.

Mr Stevens noted footnote 17 at page 192 of Shanahan, the case law used to support the
author’ s statement that goods are not of the same description merely because they are used in
close asociation.



Mr Stevens then pointed out the dissmilarities in the way sunglasses and swim fins are made.
These centre on the smple make-up of swim fins on one hand, againg, on the other, the more
complicated design and the need for accurate light transmisson combined with adequate eye
protection. As to uses, the differences are obvious. However, Mr Stevens highlighted the
sections of the opponent’s evidence that make it clear that, above and beyond their functiona
uses, sunglasses have afashion component. This, in my view, isentirdy lacking in swvim fins.

Mr Willis, for his part, did not dispute the broad principles relied on by Mr Stevens. He
argued, however, that what was a issue here was two lines of sporting goods. He cautioned
againg an overly narrow approach to the concept of “goods of the same description”,
reminding me that, per the INVICTA trade mark 1992 RPC 541, each such decision is one of
judgement and degree.

As to the common description, Mr Willis argued that section 33 needed to be gpplied to the
facts as they exist now. It was, he said, time to recognise that commerce had changed since
the courts first began to consder these issues. He argued that any manufacturer could,
through offshore manufacture, produce a more diverse range of goods than was formerly
possible or normd. Likewise, licensng is now a norma business practice, o the public is
used to seeing the same trade mark denoting some form of common commercia connection
across awide range of diverse goods.

| have aready said that there is some overlap in trade channels at the retail end. However, as
Mr Stevens argued, the same shops will sdll things as diverse as beach towels, jewdlery and
divers weights. The issues to which Mr Willis has pointed will certainly argue for a different
outcome, now, to what s 33 might have yielded many years ago. None the less, for s 33 |
must ignore any effects of the fame of an opponent’ s trade mark. When | look at the two lines
of goods in this way, there is 0 little in common between them that | cannot accept that they
are goods of the same description.

| therefore find that the oppogtion fails under s 33.

| note Mr Williss arguments about the circumstances of modern marketing. These will
operate more powerfully under s 28 than under s 33. Under s 33, only those trends that are
likely to be congdered the norm by a significant number of people should be consdered.
Under section 28, on the other hand, it will be sufficient for an opponent to establish that it is
the sort of trader whose mark is expected, for its own particular reasons, to be franchised or
licensed on the two diverse lines at issue.



Asto s 28, | note the extent of the opponent’s reputation. On the other hand, the reputation
resdes not just in the word BLADES but in OAKLEY. While the opponent’s BLADES are
no doubt well known in relevant circles, the trade mark OAKLEY would be better known. It,
not BLADE, is the house mark. In the revant circles, it would be well known that thisis so,
gnce thisisthe dear inference from advertisng materia in evidence. There is no evidence that
the trade mark OAKLEY is licensed, or that the opponent itself produces a wide range of
goods, much less that it is known to do so. Why, therefore, would any reasonable person
assume that ether trade mark, but particularly BLADES, had crossed the gap that separates
sunglasses from swim fins?

Mr Willis argued thet truly image-conscious buyers will co-ordinate the image of everything
they do and wear. Here | agree in principle. But the extent to which it will hagppen among
ordinary people is not high enough to affect the outcome in this oppodtion. Swim fins are
functiond items. Though they may be bought by many sorts of buyers, including the most
extremely image conscious, the trade marks on them are not normaly part of the buyer's
persona fashion statement. Moreover, | have not been shown why the presence, on
sunglasses and on swim fins, of the word BLADE or BLADES, would lead to speculation
about a common trade origin or trade connection. | thus have no reason to expect this belief
to arise among any significant number of people, even those whom | will characterise as being
unusualy image-conscious. Nor do | believe that the ordinary person, less extremely image
conscious, would speculate on such a possibility. For al that the onus under the 1955 act is
on the gpplicant to show that it is entitled to regidtration, there is Smply no case for it to
answer under s 28(a).

| will leave the secondary question of the overdl action of s 28 to be debated esewhere. Like
Mr Stevens, | rely on the practice as set out in the Official Journal of 12.9.91. This says, in
brief, that an opponent cannot rely only on s 28(a) in isolaion, but must address the overal
action of the entire section.

Conclusion and costs
The oppostion has failed under both headings, s 33 and s 28. | therefore direct thet, in the
absence of an appedl, the application proceed to registration. | award cogts to the applicant.

T.E. Williams
Hearing Officer

21 May 1996



