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TRADE MARKSACT 1955

DECISION OF A DELEGATE OF THE REGISTRAR OF TRADE MARKS
WITH REASONS

Re:  Anobjection by Johann Becher oHG. Likorfabrik to an extensgon of time within
which to lodge evidence in answer in respect of an opposgition to regidration of trade mark
number 579418 in the name of Jan Becher Vyroba Lihovin, Narodni Podnik.

As st down in the trangtiona provisions of Part 22 of the Trade Marks Act 1995, the
provisons of the Trade Marks Act 1955 continue to govern this gpplication.  Accordingly
the authority | refer to isthe 1955 Act.

Background

Application 579418 was lodged on 29 May 1992 in the name of Jan Becher, Vyroba
Lihovin Narodni Podnik, (the gpplicant), for goods specified as liqueurs and pirits.
Acceptance of the mark, shown below, was advertised in the Official Journal of Trade
Marks, of 15 September 1994 with adisclaimer of the right to the exclusive use of the word
CARLSBAD and the letters JB.




Notice of opposition to the mark’s registration was lodged on 15 March 1995 by Johann
Becher oHG Likorfabrik, (the opponent), following the dlowance of a three months
extendon of time within which to lodge an oppostion. Evidence in support of the opposition
was served sx months later on 19 September 1995. In accordance with reg.44 the
goplicant’s evidence in answer fell due on 15 December 1995. Extensons of time totdling
four months within which to serve evidence in answer have been sought and dlowed. The
goplicant requested a further three month extension of time from 4 May 1996 to 4 August
1996. The opponent objected to the extension sought and a hearing to determine the matter
was set down in Canberraon 13 June 1996 before me as the Registrar’ s del egate.

Both parties waived their right to be heard on the matter but requested that written
submissions be taken into consideration when deciding the matter. These were made by Ms
Doreen Perrin of the Addaide firm of Collison & Co, for the opponent and by

Mr Raymond Walton of the Sydney firm of Griffith Hack & Co, for the gpplicant.

Submissons

In her written submissions, Ms Perrin said that the law relaing to extensons of time for the
sarvice of evidence in oppogtion proceedings is well established. She referred in particular
to Vangedal-Nielsen v Commissioner of Patents, (1980) 33 ALR 144 and Lyons (t/a
Mitty’ s Authorised Newsagency) v Registrar of Trade Marks (1983) 1 IPR 416. She
reminded me that there is an onus on the party seeking the extension to establish that there
were good reasons why the required act could not be completed in the time provided and
aso that | should take into account the private interests of the two parties, together with the
public interest.

She noted that if this extension were to be granted the gpplicant would have had up to ten
months within which to serve the evidence in answer. She clams that the applicant has not
pursued the matter with diligence. She sad that it may be inferred from the information
contained in each of the gpplications to date that the gpplicant has taken little or no action in
relation to the preparation of evidence. She referred to the reasons given for requiring each
extenson of time. Thefirgt extenson of time of three monthsto 4 April 1996 Stated:

“The attorneys for the applicant have found it necessary to communicate
with indructing attorneys in the Czech Republic and ingtructions currently
are awated concerning evidence to be served in answer in the
proceedings. The gpplicant’s attorneys in Audtrdia have consulted with
the gpplicant’ s attorneysin the Czech Republic and abody of information
has been obtained concerning the relationship of both the gpplicant and
the opponent, and this materia is to be documented, along with other
materid in declarations to be served in answer in the proceedings.

Further time is required to enable the applicant to serve evidence in
answer in the proceedings when communications between Audraia and
the Czech Republic have been completed .....”



The second agpplication for an extenson of time was for one month to 4 May 1996. The
reasons given for requiring it were:

“Extensive correspondence has been directed to attorneys in the Czech
Republic concerning procedures to be adopted in Audrdia in the
preparation and lodgement of evidence in opposition proceedings.

Further information is required from the attorneys in the Czech Republic
to enable the formulation of declarations to be served in answer in the
proceedings and further time is required to enable receipt in Audtrdia of
information which is yet to be provided by attorneys in the Czech
Republic. Asindicated in the previous application for extenson of time,
some materid has dready been communicated but this has provoked
guestions which need to be answered ....”

The reasons given for requiring the extension of time which is presently under consideration
are:

“The applicant has sought extensions of time totaling only four months to
this point for serving evidence in answer in the oppostion proceedings.
Moreover, the attorney for the applicant has during the time provided the
goplicant with detailed information concerning the evidence served in
support of the oppostion and the nature of evidence to be served in
answer in the proceedings. Also, the atorney for the gpplicant has
consulted with the gpplicant’s principa ingructing attorney in Prague with
the object of advising concerning evidence served and to be served in the
proceedings. It is understood that information concerning the opposition
has been communicated to the gpplicant by the principd attorney in
Prague and that the applicant is “extremely interested” in the case in
Audrdia It isunderstood that this means that the applicant is anxious to
secure regidration of the trade mark and, therefore, to resst the
opposition.  In this context, a copy of a letter (dated 2 May 1996)
received from the gpplicant’ s principa attorney in Pragueis atached. As
indicated previoudy, athough extensve correspondence has been
directed to the applicant’s attorneys in Prague and some information has
been recaived, further information is required from the attorneys in
Prague to enable formulation of declarations to be served in answer in the
proceedings. Further timeis required to enable receipt in Audrdia of the
information which is yet to be provided and to enable preparation of the
declarations to be served as evidence in answer.”

Ms Perrin submitted that the reasons given do not indicate that a serious caseis
foreshadowed by the applicant and that in redlity no subgtantia activity has been undertaken
to produce evidence in answer. Findly, she reminded methat thereisapublic interest in
ensuring that opposition matters are dealt with expeditioudy and to this end suggested that



there were no judtifiable grounds for granting the gpplicant any extension beyond that which
had been granted to the opponent for its evidence in support.

In his written submissons, Mr Wadton sad that the complex nature of the ownership of the
mark, a matter which the opponent gave as its reason for seeking an extenson of time to
lodge an opposition to regigtration of the mark, was a matter that the gpplicant also needed
time to condder. He advised that he had been informed that greet difficulties were being
experienced in the newly created Czech and Sovak Republics following the downfal of
communist control. Legd systems are dowly being recrested and commercid enterprises
are dowly being restored to a Stuation where they may trade competitively with the rest of
the world. More importantly, the people within the new Republics must be re-educated and
re-conditioned to think and trade in the non-communist world. These were factors that
acted as impediments to the conducting of busness in a way which most people in
“western” cultures found relatively easy.

Mr Wadton went on to state that in the light of the present Situation in the Czech Republic, he
had in January provided the principd attorneys with very detailed comments concerning the
evidence in support of the opposition, the nature of the evidence to be served in answer and
generd information concerning the conducting of opposition proceedings in Audrdia
Further letters had been sent on 6 March, 1 April, 3 April, 24 April, 3 May, 17 May, 27
May, 3 June and 5 June 1996.

Some communications in reply had been received. The mogt recent dated 3 June 1996
contained information which Mr Waton interpreted as meaning that the principa attorneysin
the Czech Republic were to meet with the newly appointed executive officer of the applicant
in Prague during the week 10 to 14 June 1996 and that following the meeting further
information would be provided to the Audtraian atorneys.

Mr Walton reproduced the relevant paragraph in that particular letter and this would seem
to be afair interpretation. He noted that the letter dated 6 May 1996 from the applicant’s
Czech attorney dtated that the applicant company is “extremely interested in this application
in Augrdiad’. He undergtands this to mean that the applicant is anxious to secure regigtration
of the mark. He concluded his submissons by stating that having regard to the applicant’s
foreign domicile, the fact that the gpplicant had indicated a dedire to preserve the trade mark
and the Audrdian attorneys efforts on its behaf, the extension of time should be alowed.

Discussion
Regulation 44 of the Trade Marks Act dtates, inter dia,

“An gpplicant shdll;



(@) serve on the opponent, within three months after the date on which
the declarations of the opponent were served, a copy of each of the
declarations on which he rdiesin answer to the opposition;”

Section 130 states,

“Where, by this Act, atime is specified within which an act or athing is
to be done, the Registrar may, unless otherwise expresdy provided,
extend the time either before or after its expiration.”

The provisons of section 130 gpply in the matter presently under consderation. | believe
that in determining the matter | must consder the circumstances outlined in the Lyons case,
supra. These are whether a proper case has been made out; the relative inconvenience to
both parties of the alowance, or otherwise, of the extenson; and the public interest. In that
case Beaumont J. said that the delegate is * entitled to have regard to the notorious fact that
opposition proceedings usudly involve the gathering of evidence from third parties and this
usualy takes consgderabletime.” In this particular case the gathering of evidenceisfrom
people with an obvioudy limited competence in English and a poor understanding of
opposition proceedings in awestern culture. The radica changes in the political and legd
systems of the Czech Republic have created a specid circumstance demanding a degree of
tolerancein relation to the granting of extensions which, moreover, have to date not been
unduly excessve. | am satisfied that the gpplicant’ s Audtrdian atorneys are acting diligently
in pursuing this matter on the applicant’ s bendf and that they will continue to stressto the
gpplicant and its Czech attorneys the need to comply with statutory requirementsin
Audrdia

Regarding the baance of convenience, | am aware thet if | dlow this extenson the delay
may cause the opponent considerable inconvenience and possible expense. On the other
hand, if | do not alow the extension, the applicant may lose its case because it will be denied
the opportunity to present its evidence in answer. | therefore find that the balance of
convenience lies with alowing the extengon.

Findly | must condder the matter of the public interest. D.R.Shanahan’s, Australian Law
Of Trade Marks And Passing Off, second edition, says at page 69, “The public interest in
denying regidration to a deceptive mark will often weigh heavily in favour of extenson.”
Given the opponent’s clam in its notice of opposition to regidration of the applicant’s mark
that it isthe owner of mark, which through use, enjoys avery substantid reputation and
which is subgtantialy identical or deceptively smilar to the gpplicant’s mark, | believe that
the public interest will best be served by afull disclosure of dl the facts and evidence by
both parties.

Decision



| find that the applicant has discharged its onus of establishing a*“good reason” for alowing
the extension of time and | therefore dlow the extension sought. On the matter of codts,
sance | have found that the reasons given, were, in the circumstances sufficient to judtify the
extension sought, | can see no reason why costs should not follow the result. Accordingly, |
award costs in the matter of the extension to the gpplicant.

Mary Skivington
Senior Examiner
Trade Mark Hearings
25 July 1996



