{!! AUSTRALIA -

TRADE MARKSACT 1995

DECISION OF A DELEGATE OF THE REGISTRAR OF TRADE MARKS,
WITH REASONS

Re:  Oppostion by Le Craveatte Di Pancaldi Sir.l to an gpplication under s92 in the name
of CamiceriaPancaldi and B Srr.l. for the remova of trade mark registration no
630413.

On 20.5.94, Le Cravatte Di Pancadi Sr.l filed an application, no 630413, to register the

following trade mark:

\\/!TALIANEV

PANCALDI

ITA LY

The goods covered by the gpplication, filed in class 25 were, a that time:

Ties, scarves and other men's clothing accessories included in this class, including
shirt-fronts, sailors, sashes for dinner jackets, braces, socks and dippers and al
other goodsin this class.

During the course of examingtion, this range was narrowed to:
Ties, scarves and other men's clothing, accessories included in this class including

shirt fronts, cravats, sashes for dinner jackets, braces, stockings and socks, silk
neckerchiefs, handkerchiefs, bow-ties, waist coats, shawls, garters, hats, dressing



gowns, dressing-coats, bathrobes, dippers, with the exclusion of shirts, trousers,
legther clothing, knitwesar, shoes

With that statement of goods, the trade mark was duly registered.

It is important to note, for the purposes of the following decision, that the gpplication, when
filed, claimed an earlier priority date under the divisond provisons of the Trade Marks Act
1955. In smple terms, that clam was based on the mark being identicd to that of an
earlier-filed application, number 559234, by the same applicant and gtill pending at the time,
and which sought a broader statement of goods than the present application. Under s 43,
such an gpplicant could clam the benefit of the filing date of the earlier gpplication - the
parent gpplication as it were. With the redtriction of the goods, the claim was in order and
the later gpplication therefore was entitled to proceed as a divisona. The 1955 legidation
was dill in force when the divisona application was accepted on 16.11.95. On that date,
by accepting the gpplication, the Registrar made a direction gpproving its satus as a
divisona. Under s 43 of the 1955 act, therefore, it is to be taken to have been lodged on
the date on which its parent was filed, 8.7.91.

The Trade Marks Act 1995 commenced to govern the application only once it was placed
on the register - see s 241(2) of the trangtiond provisons. What is criticd is that the
effective filing date of 630413 is and remains 8.7.91.

However, gpplication no 630413 was till pending when, on 5.7.96, Camiceria Pancaldi
and B Sr.l. ("the remova applicant") gpplied to remove the trade mark in question from the

register. At that time, there was obvioudy no regigtration to be removed.

The Trade Marks Office accepts that the terms of s 92 dlow aremova application, such as
that filed by the remova gpplicant, to be filed before the trade mark is actudly registered,



though it cannot be dedlt with until the mark is entered onto the register. | will set down the

terms of the relevant provisons below, and explain my view of why that practiceis correct.

Though both grounds set out in s 92(4) are clamed, the remova applicant has conceded
that only one ground is available. That single ground is set out in para (8) of sub-s 92(4).

This, with bolding added to assis dlarity, requires that:

(@ ... ontheday on which the application for the registration of the trade mark
was filed, the gpplicant for regigtration had no intention in good faith:

(Dto use the trade mark in Audtrdia; or
(iNto authorise the use of the trade mark in Austraia; or
(iito assign the trade mark to a body corporate for use by the body
corporatein Augtrdia;
in relaion to the goods and/or services to which the non-use application relates
and that the registered owner:

(iv) has not used the trade mark in Augtraia; or

v) has not used the trade mark in good faith in Audraia;
in relation to those goods and/or services at any time before the period of one
month ending on the day on which the non-use gpplication isfiled;

Upon regigration of the trade mark, the Trade Marks Office advertised the removal
gpplication for possble oppostion. Le Cravatte Di Pancadi Sr.L, newly registered as the
owner of the trade mark, filed a notice of oppogtion to the application for removd. In
deciding that opposition, the subject of the present proceeding, | will refer to the removal
opponent smply as "the opponent”.

As per the regulations, the opponent served on the applicant a copy of its evidence in
support of its opposition to remova. That evidence conssts of a declaration by Leda Ziog,
the managing director of the opponent company. The agpplicant dected not to serve

evidence in answer and requested a hearing.

The matter was set down for hearing before me, as a delegate of the Registrar of Trade

Marks. Kate Johnston, a solicitor of the remova applicant's patent attorney firm, Spruson



and Ferguson, appeared for the gpplicant. The opponent was not represented at the hearing
but relied on written submissions by its patent atorney, Brett Connor, of the atorney firm
Carter, Smith and Beadle.

In the lack of detailed submissons from the opponent on some of the issues raised at the
hearing, | will ded with the matter under the following headings

filing of aremova application before the attacked trade mark is registered

standing of the removal applicant as a person aggrieved

has the trade mark been used

intention to use the trade mark

Filing of aremoval application before the attacked trade mark isregistered

This was the only matter that the opponent addressed in its written submissions. Mr Connor
relied on Vamuta Pty Ltd v Sogo Company Limited, 148 ALR 407, 35 IPR 209. The
opponent's question was this: whether an gpplication for remova can be filed before a trade
mark application is registered.

In Vamuta, Burchett J consdered asmilar question in relaion to a non-use application filed
under the generdly equivadent provisons of s 23 of the Trade Marks Act 1955. | will not
repeat dl the essentid parts of the judgement but will attempt to summarise the matter, as
follows.

Under the older legidation, there was a powerful deeming provison, s53. The effect of this
on aremova application was that a period of non-use, after the making of an application for
regigration but before the regidration of that application, could count agangt the
continuance of the mark on the register. That was established by the High Court in Hunter
Douglas Australia Pty Ltd v Perma Blinds (1970) 122 CLR 49.

In Vamuta, Burchett J consdered the High Court case in detall. He noted that Hunter
Douglas established that, despite the plain reading of the non-use provision itsdf, the period
of use or non-use could, for the purpose of deciding an application for remova that was
made after regidration, include time before regidration. He none the less went on to
summarily dismiss as 23 gpplication that was actualy made, to the Federd Court, & atime
before regigtration.

Of the earlier judgement, and its consequences, Burchett J said:



The court is not without guidance concerning the meaning of s 23. It was the
subject of an daborate andysis by Kitto J and by the full High Court in Hunter
Douglas Australia Pty Ltd v Perma Blinds (1970) 122 CLR 49. What was there
held was that, once a mark is registered, ss 23 and 53 have the effect of requiring a
period of non-use, after the date of the gpplication for registration and before the
occurrence of the act of registration, to be taken into account for the purposes of s
23. However, nothing in any of the judgements suggests that proceedings may be
commenced under s 23 at atime when no registration has been effected.

He went on to condder the case in further detail, then concluded:

If the law generdly permitted actions to be commenced before any cause of action
had accrued, it might be that neverthdess some plausble argument could be
mounted on the basis of the literd effect of reading 23 with s 53. But the authorities
are to the contrary. If they were not, of course, contrary to what Barwick CJ said
in the passage | have quoted, s 23 (1) (&) would be available to support a
proceeding 1 month after the lodgment of an application for regidration.

| take it from this concluding paragraph that there must be a specific provision under the new
legidation if comparable gpplications for the remova of a trade mark from the register are
now to be able to be made before registration of the trade mark in question.

The new provision, in my opinion, a s 92(1), is quite clear and does just thet. It begins:

A person aggrieved by the fact that a trade mark is or may be registered may,
subject to subsection (3), apply to the Registrar for the trade mark to be removed
from the Regigter.

Section 92(1) does not say that the trade mark must be registered a the time the remova
goplication is filed. It says just the oppodite; it dlows for an gpplication to be made by a
person who is aggrieved that a trade mark may be registered. Obvioudy, it must then be
registered before the regidtrar is able to grant the remova agpplicant that which it seeks.
Subsection 3 does not change this, it merdly excludes applications made to the registrar if
there are court proceedings on foot.

Findly, s93(1) is headed "Time for making application”. It reads:

(1) Subject to subsection (2), an gpplication for the removal of a trade mark from
the Regiger may be made a any time dafter the filing date in respect of the
gpplication for the regidration of the trade mark.



(2) An gpplication on the ground referred to in paragraph 92(4)(b) may not be made
before a period of 5 years has passed from the filing date in respect of the
goplication for the regidration of the trade mark.

These differ markedly from old s 23(1)b, which was heavily qudified by reference to the
fact that "a continuous period of not less than 3 years had eapsed during which the trade
mark was a registered trade mark and during which there was no use in good faith...". It
was this qudification that was a issue in Hunter Douglas, supra

It follows from the terms of s 93(1) that a non-use application can be made under s 92(4)a
a any time dfter the filing of the goplication for regidration. 1t need not be limited to the
"one month after filing" referred to in Vamuta. That is entirdy condstent with the
Explanatory Memorandum on the subject. Thisreads, at paragraph 78:

An gpplication for the remova of a trade mark from the Register may be made at
any time after the filing date in respect of the gpplication for the regidration of the
trade mark; except for an gpplication based upon the ground referred to in
paragraph 92(4)(b), which may not be made before a period of five years has
pased from the filing date in respect of the gpplication for the regidration of the
trade mark.

Section 93(1) does, however, have one implication for this application. The remova
gpplication wasfiled on 5.7.96. Under the terms of s 53, trade mark registration 630413, a
divisond of an earlier goplication to which | have aready referred, is taken to have been
filed on the day on which the initid gpplication concerned was lodged. The effective filing
date of 630413 is thus 8.7.91, less than five years before the removal application was filed.
Therefore, given the terms of s 93(1), the gpplication isa nullity in so far asit clamsto have
been made under the terms of s 92(4)b. However, s 92(4)a continues to be available, as |
have aready noted.

Removal applicant's standing as a per son aggrieved

The generd principles of this issue have been consdered by Deputy Regidtrar, Hearings, Ms
Hardie, in relation to Application by Intencity Pty Ltd for removal of trade mark
number 565476, INTENSITY, registered in the name of Gavin James O'Mahoney -

publication pending.

The opponent did not chdlenge the standing of the remova applicant. The remova
gpplicant had, when making its gpplication, filed the necessary declaration under regulation
9.2. That declaration established to the satisfaction of the Trade Marks Office that the
remova gpplicant is a person aggrieved. That is sufficient: the onus is on the opponent to



undermine the gpplicant's slanding, not on the applicant to bring in evidence to judtify itsright
to make the gpplication. | will nat, in the absence of any argument from the opponent on the
issue, say anything more except that | am satisfied that the gpplicant has the necessary
ganding.

Hasthetrade mark been used?

Given that the removal gpplication can proceed only under s 92(4)a, | quote from s 100(1):
In any proceedings relating to an opposed application, it is for the opponent to rebut:

(b)  any alegation made under paragraph 92(4)(a) that the trade mark has not,
a any time before the period of one month ending on the day on which the opposed
application was filed, been used, or been used in good faith, by its registered owner
in relation to the relevant goods and/or services,

Here, the opponent's evidence in support of its opposition to remova iscritical.

Ms Ziod, the declarant, has stated that, to quote the relevant clauses of her declaration:

3. Since 8 July 1991 the company has been sdlling goods marked with the
mark VITALIANO PANCALDI & Chevron Device directly to clothing
wholesalers and retailersin Austrdiafor sde on the retaill market.

4, Shown to me and marked as 'Exhibit LZ1' are copies of invoices for goods
sent directly to Harrolds Gentlemen's Ouitfitters of Melbourne, Victoria, Australiafor
sdein that store. The invoices are dated 8 June 1993, 21 February 1994 and 26
March 1996. The goods specified on these invoices include ties, pocket
handkerchiefs, sashes for dinner jackets, underwear and handkerchief sets.

5. As indicated on the invoice of 26 March 1996, a cardboard tie display was
adso provided for advertisng purposes. Shown to me and enclosed as "Exhibit
LZ2" is a photograph of the cardboard tie display referenced in the invoice of 26
March 1996.

6. Shown to me and attached as "Exhibit LZ3" are copies of invoices of goods
sent directly to Alpac Pty Ltd of Mebourne, Victoria, Australia dated 9 November
1994, 2 February 1995 and 17 January 1996. The goods identified on these
invoices include ties, underwear sets, bow ties and a tie digplay as shown in the
above referenced "Exhibit LZ2".

7. Shown to me and attached as "Exhibit LZ4" is an invoice dated | December
1994 to company Xile Pty Ltd of Brisbane, Queendand, Audrdia Theinvoiceisin
respect of ties, underwear sets and a cardboard tie display.



8. Shown to me and attached as "Exhibit LZ5" is a photograph of the

cardboard tie display referenced in the invoice of | December 1994.

0. Shown to me and attached as "Exhibit LZ6" is a photogrgph of the
cardboard box used for shipping the goods identified in the above said invoices, and

asample of the adhesive tape used for closing said cardboard box.

10.  Shown to me and attached as "Exhibit LZ7" is a PVC envedope in which is

individualy packed any tie good identified in the above said invoices.

11. Shown to me and attached as "Exhibit" LZ8" is a portion of a cardboard
envelope for tie and a tie stand shipped as advertisng materia together with the

goods identified in the above sad invoice.

Ms Johnston, on behdf of the remova agpplicant, was quite critica of this declaration.

She noted that the invoices, while pre-printed, at the very top of the page, with the trade
mark in question, do not necessarily indicate that the mark has been used in the course of
tradein goods. What trade marks have been used is, on the face of it, agood question.

In exhibit LZ1, for indance, there are somewhat cryptic words, in the column headed

"Description”. Words such as.

TIE F.NORMALE-L.CM.9
SPECIALE 91

appear to make up alist of items ordered.

There are other such:

TIE F.NORMALE-L.CM.9
CRESPO JACQUARD

and

TIE F.NORMALE-L.CM.9
VITALIANO CRESPO F

and
TIE F.NORMALE-L.CM.9
VITALIANO F

Taken in isolation, these invoices are unsatisfactory. However, they are themsalves subject
to Ms Zios's declared statement at clause 3. She assarts that: "the company has been
sdling goods marked with the mark VITALIANO PANCALDI & Chevron Device directly
to clothing wholesdlers and retailers in Audrdia for sde on the retall market”, and that the



invoices in question are relevant to those transactions. These two pieces of evidence are
aso to be seen inthe light of the tie digplays and tie packaging.

Ms Johnston, however, was aso critica of the lack of evidence that the goods invoiced
were ever received. | do not accept thisis necessarily valid. Once amark has been used in
acommercid transaction in Audrdia, | do not see that it matters that, perhaps, the particular
order never arived. There has, by the time that failure is apparent, already been use of the
trade mark in question. The YANX case, (1951) 82 CLR 205, shows that relevant goods
need not be in Audrdia at the time the trade mark is used, since atrade in relation to goods
can be carried out even before the goods have arrived in Audtrdia.

However, YANX was based on a Situation where the goods were clearly offered for sdein
Austraia under the mark. See page 205 of the report, where the use is said - with my own
bracketed explanatory phrases added - to be, "o as to designate the applicant's cigarettes
in the minds a least of McDonad (a buyer) and some executives of Bulk Buyers Ltd and
Tozer Kemdey and Millbourn (Aust) Pty Ltd. (two Audtrdian agents for the cigarettes in
question)".

That use wasin atwo-way transaction. There was clear evidence of an initid request by the
prospective buyer, and agreement by the sdller's agent to supply the goods. The present
matter is somewhat different. The use on these invoices is not necessarily in response to an
order for goods under the mark in question, so the invoice does not necessarily establish that
atransaction, a commercia use of the mark, was completed. On the other hand, Ms Zios
dates that the goods were sent, and it is on the face of it a strong thing to assume that these
invoices are anything but bona fide.

Ms Johngton's criticism applies with more force, however, to the cardboard tie display that
Ms Zios refersto in clauses 5 and 7. The samples were not gpparently either asked for or
expected. Such unsolicited consgnment of samples can only amount to trade mark use
when the samples arrive and are in use as samples for the purpose of attracting business.
The decison of McGarvie Jin Settef A v RivOland Marble (1988) AIPC 90-516 gives
agood picture, at p 38438 of the sort of use of samples that is a trading use, but the mere
conggnment of unwanted samples, unilaterdly, with no evidence at dl that they were ever
received or displayed, is not sufficient.

At cdauses 9, 10 and 11, it is said by Ms Zios that any "tie good" referred to in any of the
invoices is sent to the customer in a bag bearing the mark in question, and that al relevant
goods are boxed in cartons smilarly marked. The "tie stand” referred to in exhibit LZ8 of



her declaration iswhat | would cal atie hanger, such as might be used to hang asingle tie on
arail inawardrobe,

Arguably, the receipt of ties, so wrapped and with such hangers, would be use of the trade
mark. However, while it would have been easy for the opponent to establish that such
goods were received, presumably wrappings and dl, but this has not been done. It may
even be tha various stamps, which are in a language other than English, applied to the
invoices atest to their consgnment into the hands of a freight company, or could otherwise
shed some light on that matter. Asit is, the meaning of these documents is a matter of some
doubt and speculation. Ms Zios has, however, declared to the fact that particular goods
were sent to a particular named supplier.  Since it would presumably be fraudulent not to
have supplied goods for which there was a bona fide invoice, | think Ms Ziog's declaration
must carry sufficient weight on that point.

Taking the invoices with the declared statement, and with the (arguably unsolicited) sending
of tie displays, even if there is no proof that they were received, and with the somewhat
inconclusive statements about hangers and packaging, | am satisfied that the trade mark has
been used in relation to ties. However, while | accept the veracity of Ms Zios's Satement, |
must reach my own finding on acritica question of fact, taking al the strands of the evidence
together. Given the looseness of the details of the invoices, | do not accept that use has
been established, as a question of fact, on any other goods.

Wasthere an intention to use?

Under the present act, unlike the Situation under the 1955 Act, the onus is clearly on the
opponent to establish, at least primafacie, an intention ether to use its trade mark or to take
some other relevant and specified action. Ass101(1)(a) putsit:

In any proceedings relating to an opposed gpplication, it is for the opponent to rebut:
@ any dlegation made under paragraph 92(4)(a) that, on the day on which the
application for the regidration of the trade mark was filed, the applicant for
regigtration had no intention in good faith:

(i) tousethetrade mark in Audtrdia; or

(i) to authorise the use of the trade mark in Augtrdia; or

(i) to assgn the trade mark to a body corporate for use by the body corporate
in Audrdia;

in relation to the goods and/or services to which the opposed

application relates (relevant goods and/or services);

The opponent has not addressed this issue. | think that, more likely than not, there was a
legitimate intention to use the trade mark at the time the gpplication was made. | would
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emphasise, however, that this was a matter on which neither sde made submissons, and
that | have reached this position with some hesitancy.

| have found that the trade mark was in use in relation to ties within a year of the date on
which the divisona application was submitted to the Trade Marks Office. | believe that |
can infer from this an intention, at the time of filing, to use the mark in question. The contrary
inference would be unreasonable. There is a prima facie evidence, dbeit dight, in the
making of the gpplication for regidration in the firg place, Aston v Harlee Manufacturing
Co (1960) 103 CLR 391 at 401. Where thisis supported by actua use soon after filing, |
think the opponent has clearly, in a practica way, met the obligation that is put upon it, now,
to rebut the allegation about lack of intention to use.

It is for the opponent, in a non-use opposition under the Trade Marks Act 1995, to rebut
the dlegation. The logic that asssts the opponent where use has been shown aso has a
converse: where no use is shown, and in the lack of any other evidence, the opponent has
not met its obligation.

Here, the opponent has not otherwise attempted to address the issue in any way at dl inits
evidence. Accordingly, | find that the gpplication for registration was not filed with the
requisite intention to use except in relation to ties.

Conclusion
| find that the trade mark was used in respect of “ties’, and that the application was filed with
such an intention.

The ground relied on by the removal gpplicant under s 92(4)a has otherwise been made out
and the gpplication is properly made. | see no reason, in the lack of any argument, why the
trade mark should not be removed for goods where use has not been shown.

| therefore direct that, as provided for under s 101(1) and subject to any apped from this

decision, the goods covered by the registration be restricted to "ties’. Since both sides have
thus had a sgnificant degree of success in the matter, | make no award of costs.

T.E. Williams
18 February 1999
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