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Executive
Summary

Executive Summary – Regulatory costing project

Introduction and approach

Introduction
The Australian Government has committed to reduce the regulatory burden for individuals, businesses and community organisations by at least $1 billion per year. All
Government department portfolios have been asked to complete an audit of their existing regulations, including measuring the compliance cost of the regulations on
businesses and individuals.
To fulfil its requirements, IP Australia is required to report to the Department of Industry by the end of July outlining the regulatory costs of Acts, Regulations and
supporting guidelines it is responsible for administering. In most part this relates to the regulatory costs associated with five pieces of Commonwealth legislation (and
supporting regulations) and two international agreements that relate to patents and trademarks.
Importantly, this report does not make any findings in relation to the efficiency and/or effectiveness of the regulations, just an assessment of the regulatory costs on
Australian businesses and individuals.
Approach
To develop the regulatory cost estimates, KPMG completed the following key stages:
■ Stage 1 Project kick-off – This stage was used to agree the project management parameters, including the frequency and form of progress reporting, and key
milestones.
■ Stage 2 Desktop review – It was agreed that KPMG, with IP Australia’s assistance, will develop and agree on the key areas and activities that will form the basic
framework for the costing analysis. The key areas agreed to at the project kick-off meeting were patents, trade marks, designs, plant breeder’s rights and
professional standards. The second element of stage 2 was to identify the key requirements that fit within each of the groups.
■ Stage 3 Develop the information collection tool – During this stage a detailed information collection tool was developed to support the consultations. The information
collection tool was tailored for each scope area. The data collection tool was provided to IP Australia for comment and consideration prior to the consultation phase.
■ Stage 4 Consultation – This stage involved facilitating three internal workshops with selected IP Australia staff and consultations with key industry stakeholders. The
internal workshops with IP Australia staff sought to identify initial ranges for time and cost estimates. These initial estimates were then subsequently tested with the
key industry stakeholders, which included five attorney firms and five Qualified Persons associated with the Plant Breeders' Rights scheme. A total of 16 attorney
firms and five Qualified Persons were invited to participate in the study by IP Australia.
■ Stage 5 Reporting – The final stage saw the development of costing spreadsheet and this report.

© 2014 KPMG, an Australian partnership and a member firm of the KPMG network of independent member firms affiliated with KPMG International Cooperative (“KPMG
International”), a Swiss entity. All rights reserved. Limited liability under Professional Standards Legislation.
KPMG and the KPMG logo are registered trademarks of KPMG International.

5

Executive Summary – Regulatory costing project

Key findings

Headline results
The compliance costs to Australian business and individuals associated with IP Australia’s core regulatory activities is $204,801,000 per annum. This figure represents
the mid-point of the ranges identified for key regulatory activities. The lower range of the regulatory cost is $131,737,000 and the upper range is $277,864,000 per
annum. These compliance costs do not include fees charged by IP Australia for particular activities. Further breakdown of the compliance costs in each scope area is
provided in section 2 of this report. An analysis of the regulatory costs including IP Australia fees is provided on page 25.
The following diagram outlines the mid-points of the compliance costs across each of the key areas within the scope of the study.

Regulatory activities of
IP Australia

Patents
$117,154,000

Trade Marks
$73,711,000

Designs

$3,257,000

$204,801,000

Plant Breeder‘s
Rights
$588,000

Professional
standards
$10,091,000

Numbers may not add due to rounding
© 2014 KPMG, an Australian partnership and a member firm of the KPMG network of independent member firms affiliated with KPMG International Cooperative (“KPMG
International”), a Swiss entity. All rights reserved. Limited liability under Professional Standards Legislation.
KPMG and the KPMG logo are registered trademarks of KPMG International.

6

1. Introduction

1. Introduction

Project overview

Project overview
KPMG was engaged to assist IP Australia prepare regulatory costings estimates in support of the Government’s Deregulation and productivity agenda.
Specifically, the project developed regulatory costing estimates for Australian business and individuals associated with the Patents Act 1990, the Patents Regulations
1991, the Trade Marks Act 1995, the Trade Marks Regulations 1995, the Designs Act 2003 , the Designs Regulations 2004, the Plant Breeder's Rights Act 1994 and
the Plant Breeder's Rights Regulations 1994.
At its core these regulatory activities relate to tasks such as: filling the various applications; meet the formality requirements; meeting the examination requirements;
making any associated renewals; and pay maintenance fees.
Scope
In total five key areas and their supporting activities were identified as in scope for this project:
■ Patents – filing, examinations, oppositions and various ongoing actives (amendments, maintenance and extensions)
■ Trade Marks – filing (including TM Headstart), examinations, oppositions and various ongoing activities (renewals and extensions)
■ Designs – filing, examination and re-examination in response to third party requests and various ongoing activities (including maintenance and extensions)
■ Plant Breeder’s Rights – filing (including examination), opposition and various ongoing activities (amendments and maintenance)
■ Professional Standards – knowledge and experience requirements, applications of various qualifications, ongoing registration requirements and various other
ongoing activities.
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1. Introduction

Scope – key areas and activities

The following diagram outlines the key regulatory areas that are within the scope of this engagement. Regulatory cost estimates were developed for each of these
areas. Full results are provided in section 2 of this report.

Regulatory activities of
IP Australia

Patents

Trade Marks

Filing

TM headstart
part 1

Examination

Filing

Opposition
Ongoing
activities

Examination

Opposition

Designs

Plant Breeder‘s
Rights

Filing

Filing and
examination

Examination and reexamination in
response to 3rd party
requests

Ongoing
activities
Ongoing activities

Ongoing
activities
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1. Introduction

Defining and costing ‘regulation’

Defining ‘regulation’
The Australian Government Guide to Regulation (March, 2014) establishes that regulation is ‘any rule endorsed by government where there is an expectation of
compliance’ (page 3). In the context of this report, regulation includes the requirements outlined in the various Acts and Regulations, as well as the requirements
established by the customs and practices of IP Australia and its stakeholder (for example, any guidance notes where there is an expectation to comply). These
regulatory costs include the cost of the applicant’s time and any external fees to third parties (for example, attorneys). The diagram below outlines each element that
contributes to the regulatory cost of a particular activity.
Importantly, this report does not make any findings in relation to the efficiency and/or effectiveness of the regulations, just an assessment of their costs on Australian
businesses and individuals.
Costing regulation
Information was collected to produce cost estimates for each regulatory area and the associated activities. Estimates were provided for the costs of ‘typical’ activities
(i.e. the normal or average cost of an activity) . The estimates also only include the cost of the activities over and above what would be considered normal business
practices (i.e. the marginal cost of engaging with IP Australia’s regulatory system). For example, when filing a patent application, the regulatory cost was taken to start
at the point the applicant decides to file, and therefore enters the regulatory system. The regulatory costs would not include the strategic, research, marketing or other
activities that are undertaken prior to filing as a part of normal business practices, but would include the costs (including an professional advice) to draft the specification
and file the application.
Regulatory cost for a
particular activity

• The dollar value of
the cost of complying
with the regulation or
activity
• This includes
includes the value of
time spent on any
regulatory activities
as well as any
related professional
advice

Time taken to complete
the activity

• Initial estimates
developed from the
internal workshops
with IP Australia
• Validated and
amended through
stakeholder
consultation

Value of time (e.g.
hourly rate)

• Hourly rate depends
on the person
conducting the
activity
• Options include
attorney hourly rates,
average wages, etc
• On costs and
overheads should
also be included
where appropriate

The unit cost of the particular activity
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Professional fees
(if any)

• The professional fees
associated with the
regulatory activities
(for example,
attorney costs)
• Note: these fees do
not include the fees
paid to IP Australia.
An analysis of the
regulatory costs
including IP Australia
fees is provided on
page 25

Frequency of activity

• Once the unit cost is
established for the
activity the total cost
is calculated by
multiplying by the
total volume
• Activity volume
estimates provided
by IP Australia

Frequency of the activity
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1. Introduction

Data collection framework and approach to costing IP Australia’s regulation

A data collection framework was designed to collect information on the regulatory costs (expressed as a range) for each of the key regulatory areas. The data collection
framework also recognises the three different ways Australian businesses and individuals can interact with IP Australia’s regulatory system. Further details on each of
the three components are outlined below. Throughout this report, further references to ‘individuals’ means individual people and individual businesses.

1
Australian
individual or
business

This component captures estimations of the typical time (expressed as a range) that it would take an individual or business working on their
own to complete activities associated with each of the regulatory areas. The cost to an individual or business is calculated by multiplying the
time spent on the particular activities by the assumed professional hourly cost (which includes on-costs and overheads).

a

2

Australian individual
or business time
Australian
individual or
business
using an
attorney

3
Australian
attorney
representing
foreign
individual or
business

This component captures estimations of the typical time (expressed as a range) that an individual or business
would spend with their attorney to conduct a particular regulatory activity. The cost to an individual or business
using an attorney is calculated by multiplying the time spent by the assumed professional hourly cost (which
includes on-costs and overheads).

+
b
Australian attorney
representing
Australian individual
or business fee

This component captures estimations of the professional fee (expressed as a range) charged by Australian
attorneys for their time and services. The professional fee charged to work with an attorney is included to
capture the full costs to individuals and businesses of engaging with IP Australia using an attorney. The total
cost to Australian individuals or businesses of engaging attorneys is calculated by multiplying the total
professional fee for a specific activity by the volume (frequency of activity).

This component captures estimations of the effort expended by Australian attorneys (expressed as a range) to represent foreign individuals
or businesses during their engagement with the Australian IP system. To reflect the actual cost to the Australian attorney firm, this cost is
defined as the effort expended by the Australian attorney firm, as opposed to the total fees charged to the foreign individual or business.
The cost and effort expended by foreign individuals and businesses is out of scope for this engagement. The effort expended by the
Australian attorney firms is estimated by one of the following two methods:
1. Estimations of the time spent by an Australian attorney acting for a foreign individual or business (expressed as a range), multiplied by
the assumed attorney hourly internal cost (which includes on-costs and overheads).
2. Estimations of the Australian professional fee charged for the activity (expressed as a range), divided by the assumed attorney hourly
cost, multiplied by the assumed attorney hourly internal costs (which includes on-costs and overheads).
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1. Introduction

Project approach

A five phase approach was employed to complete the project within an five week timeframe, as illustrated below:

Stage 1
Project kick off

• This stage was used to
agree the project
management parameters,
including the frequency and
form of progress reporting,
and key milestones.
• The project kick off was held
at IP Australia’s office on 2
June, 2014

Stage 2
Desktop review

• KPMG, with IP Australia’s
assistance, developed an
overall regulatory
framework that would be
used as the basis for the
costing exercise. This
included agreeing on the
key areas that will form the
basic framework, as well as
the activities that are
associated with each area.

Stage 3
Development of an
information collection
tool

• A detailed information
collection tools were
developed to support
consultation stages.
• The information collection
tools were tailored for each
area.
• The data collection tools
were provided to IP
Australia for comment and
consideration prior to the
consultation phase.

Stage 4
Consultation

• This stage involved
facilitating three internal
workshops with selected IP
Australia staff and
consultations with key
industry stakeholders. The
key industry stakeholders
included five attorney firms
and five Qualified Persons
associated with the Plant
Breeders' Rights scheme. A
total of 16 attorney firms
and five Qualified Persons
were invited to participate in
the study by IP Australia.

Stage 5
Reporting

• The final stage saw the
development of a costing
spreadsheet and this report.

• Industry stakeholders were
consulted between 23 June
and 1 July.
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2. Key findings

2. Key findings
Overview of key findings for IP Australia

The compliance costs to Australian business and individuals associated with IP Australia’s core regulatory activities is $204,801,000 per annum. This figure represents
the mid-point of the ranges identified for key regulatory activities. The lower range of the regulatory cost is $131,737,000, and the upper range is $277,864,000 per
annum.
The diagram below outlines how the mid-points of the compliance costs are distributed across the key areas and activities. Further breakdown of the compliance costs
across each of the rights is provided on the following pages. An analysis of the regulatory costs including IP Australia fees is provided on page 25.

Regulatory activities of
IP Australia

Patents

$117,154,000

Filing

$80,571,000

Examination

$14,174,000

Trade Marks

TM
Headstart
Part 1

Filing
Opposition

$2,861,000

$24,939,000

$9,266,000

Examination
Ongoing
activities

$73,711,000

$11,912,000

$13,142,000

Opposition

Ongoing
activities

$26,590,000

Designs

Filing

Examination
and reexamination
in response
to 3rd party
requests

Ongoing
activities

$3,257,000

$2,512,000

$204,801,000

Plant Breeder‘s
Rights
Filing and
examination

Opposition

$588,000

$423,000

$115

$241,000

Professional
standards
Knowledge
and
experience
requirements
Application
for attorney
registration

$10,091,000

$4,991,000

$17,000

Ongoing
activities

$90,000

Meet ongoing
registration
requirements

$2,171,000

QP
requirements

$75,000

Other
ongoing
activities

$2,912,000

$505,000

$7,410,000

Numbers may not add due to rounding
Note on Plant Breeder’s Rights: Costs related to oppositions and comments from 3rd parties are low due to low volumes (1 in a typical year).
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2. Key findings
Patents
The cost of regulatory activities related to patents for Australian business and individuals is $117,154,000 per annum. This figure represents the mid-point of the ranges
identified for key regulatory activities. The lower range of the compliance cost is $63,738,000, and the upper range is $170,569,000 per annum.

Patents

Filing

Provisional and
Australian non-PCT
application

$117,154,000

$80,571,000

Examination

Local applicants

$3,008,000

Adverse exam
report
Further adverse
exam reports

Non-PCT and PCT
national phase entry

$4,760,000

$66,880,000

Clear report
Patent Cooperation
Treaty (PCT)
Australian applicants

$14,174,000

Opposition

$9,266,000

Ongoing activities

$13,142,000

Substantive opposition
– complete

$716,000

Amendments

$416,000

Substantive opposition
- incomplete

$8,431,000

Maintenance

$10,986,000

Procedural opposition
- complete

$58,000

Procedural opposition
- incomplete

$61,000

$1,748,000

$2,207,000

Extensions
$805,000

$1,741,000

$10,683,000

Foreign applicants

$9,414,000

Clear report

$4,670,000

Adverse exam
report

$3,663,000

Further adverse
exam reports

$1,082,000

11%

Patents - distribution of regulatory
costs by activity type

Filing

8%
Examination - Total

12%

Opposition

69%

Ongoing Activities

Numbers may not add due to rounding
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2. Key findings
Patents

The following graphs outline the distribution of the regulatory costs by the key activities and methods individuals and businesses use to interact with the system, and the
estimated regulatory costs expressed as a range.

Distribution of regulatory costs by activity and cost type

Distribution of regulatory costs by activity type (by cost range)

$140,000,000
$120,000,000

$90,000
$80,000

$118,294,000

$100,000,000

Dollars (000's)

$70,000
$80,000,000

$60,000
$50,000

$60,000,000

$40,000

$40,000,000

$30,000
$20,000

Attorney (foreign)
Attorney (local)
Indv. using Attorney
Individual

$42,848,000
$17,762,000
$14,174,000

$20,000,000

$10,000
$0

$80,571,000

Filing
$10,683,000
$42,121,000
$21,004,000
$6,763,000

Examination
$9,414,000
$3,293,000
$1,392,000
$76,000

Opposition
$3,828,000
$4,868,000
$336,000
$234,000

Ongoing activities
$10,827,000
$1,864,000
$327,000
$124,000

$0
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$10,587,000
Filing

Examination - Total

$14,663,000
$9,266,000
$3,869,000
Opposition

$19,851,000
$13,142,000
$6,434,000
Ongoing Activities
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2. Key findings
Trade marks

The cost of regulatory activities related to trade marks for Australian business and individuals is $73,711,000 per annum. This figure represents the mid-point of the
ranges identified for key regulatory activities. The lower range of the regulatory cost is $57,474,000, and the upper range is $89,948,000 per annum.
$73,711,000

Trade marks

TM Headstart part 1

$2,861,000

Filing

$24,939,000

National
Application

$21,023,000

Madrid
Protocol
Application

$3,915,000

Examination

$11,912,000

Clear exam
report

$3,467,000

Adverse
exam report

$7,836,000

Further
adverse
exam reports

$608,000

$26,590,000

Opposition
Substantive
opposition –
complete

$5,776,000

Substantive
opposition
– incomplete

$20,814,000

Procedural
opposition –
complete

$0 N/A

Procedural
opposition –
incomplete

$0 N/A

10%

Ongoing activities

$7,410,000

Renewals

$3,454,000

Extensions

$3,956,000

Easy

$1,714,000

Hard

$2,242,000

Trade marks - distribution of
regulatory costs by activity type

4%

TM Headstart Part 1
34%
36%

Filing
Examination
Opposition
Ongoing activities

Numbers may not add due to rounding
© 2014 KPMG, an Australian partnership and a member firm of the KPMG network of independent member firms affiliated with KPMG International Cooperative (“KPMG
International”), a Swiss entity. All rights reserved. Liability limited by a scheme approved under Professional Standards Legislation.
KPMG and the KPMG logo are registered trademarks of KPMG International.

16%

17

2. Key findings
Trade Marks

The following graphs outline the distribution of the regulatory costs by the key activities and methods individuals and businesses use to interact with the system, and the
estimated regulatory costs expressed as a range.

Distribution of regulatory costs by activity and cost type

Distribution of regulatory costs by activity type (by cost range)

$35,000,000
$31,508,000

$31,356,000

$30,000,000

$30,000
$25,000,000

$25,000

$21,824,000

$20,000,000

$20,000

Dollars (000's)

$26,590,000

$24,939,000

$18,370,000
$15,000,000

$15,000

$15,752,000
$11,912,000

$10,000

$10,000,000

$5,000

$5,000,000

$0
Attorney (foreign)
Attorney (local)
Indv. using Attorney
Individual

$8,369,000
$7,410,000
$6,451,000

$8,071,000

TM Headstart
part 1
$22,000
$490,000
$81,000
$2,269,000

Filing

Examination

Opposition

$5,005,000
$6,852,000
$2,175,000
$10,907,000

$2,310,000
$6,505,000
$594,000
$2,503,000

$3,462,000
$17,433,000
$4,285,000
$1,411,000

Ongoing
activities
$3,834,000
$2,463,000
$772,000
$340,000

$2,963,000
$2,861,000
$2,759,000

$0

TM Headstart Part 1
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2. Key findings
Designs

The cost of regulatory activities related to designs for Australian business and individuals is $3,257,000 per annum. This figure represents the mid-point of the ranges
identified for key regulatory activities. The lower range of the regulatory cost is $2,366,000, and the upper range is $4,148,000 per annum

$3,257,000

Designs

Filing

$2,512,000

Examination and re-examination in
response to 3rd party requests

$241,000

Ongoing activities

Maintenance

Extensions

$505,000

$480,000

$25,000

Designs - distribution of regulatory
costs by activity type
16%
Filing
7%
Examination

Ongoing activities
77%

Numbers may not add due to rounding
© 2014 KPMG, an Australian partnership and a member firm of the KPMG network of independent member firms affiliated with KPMG International Cooperative (“KPMG
International”), a Swiss entity. All rights reserved. Liability limited by a scheme approved under Professional Standards Legislation.
KPMG and the KPMG logo are registered trademarks of KPMG International.

19

2. Key findings
Designs

The following graphs outline the distribution of the regulatory costs by the key activities and methods individuals and businesses use to interact with the system, and the
estimated regulatory costs expressed as a range.

Distribution of regulatory costs by activity and cost type

Distribution of regulatory costs by activity type (by cost range)

Dollars (000's)

$3,500,000

$3,000

$3,000,000

$2,500

$2,500,000

$2,000

$2,000,000

$1,500

$1,500,000

$1,000

$1,000,000

$500

$500,000

$0
Attorney (foreign)
Attorney (local)
Indv. using Attorney
Individual

Filing
$706,000
$1,366,000
$196,000
$243,000

Examination
$92,000
$103,000
$19,000
$26,000

Ongoing activities
$354,000
$124,000
$9,000
$18,000

$2,512,000

$1,847,000

$321,000
$241,000
$160,000

$0
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$3,176,000

Filing

Examination

$650,000
$505,000
$359,000
Ongoing activities

20

2. Key findings
Plant Breeder’s Rights

The cost of regulatory activities related to plant breeder’s rights for Australian business and individuals is $588,000 per annum. This figure represents the mid-point of
the ranges identified for key regulatory activities. The lower range of the regulatory cost is $328,000 and the upper range is $848,000 per annum

$588,000

Plant Breeder’s Rights

Filing and examination

$423,000

Part 1 Applications

$118,000

Part 2 Applications

$306,000

Opposition and comments
from 3rd parties

$115

*

Ongoing activities

$90,000

Amendments

$40,000

Maintenance

$50,000

QP requirements

$75,000

Plant Breeder’s Rights - distribution of
regulatory costs by activity type

13%

Filing and examination
Opposition

15%

Ongoing activities

0%

QP requirements

Numbers may not add due to rounding
* Note: Costs related to oppositions and comments from 3rd parties are low due to low volumes (1 in a typical year). The assumption behind this
calculation is 1-2 hours of an individual’s time multiplied by the assumed professional hourly cost and 2-3 hours of an agent’s time multiplied by the
assumed QP hourly cost.
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2. Key findings
Plant Breeder’s Rights

The following graphs outline the distribution of the regulatory costs by the key activities and methods individuals and businesses use to interact with the system, and the
estimated regulatory costs expressed as a range.

Distribution of regulatory costs by activity and cost type

Distribution of regulatory costs by activity type (by cost range)
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$423,000

$400,000
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$200
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$200,000

$232,000

$158,000

$100
$100,000

$50
$0
Attorney (foreign)
Attorney (local)
Indv. using Attorney
Individual

Filing
$227,000
$82,000
$16,000
$42,000

Opposition
$0
$0
$0
$115

Ongoing activities
$39,000
$15,000
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$22,000

QP requirements
$0
$0
$0
$75,000

$90,000
$22,000

$0
Filing and examination
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2. Key findings
Professional Standards

The cost of regulatory activities related to professional standards for Australian business and individuals is $10,091,000 per annum. This figure represents the mid-point
of the ranges identified for key regulatory activities. The lower range of the regulatory cost is $7,831,000, and the upper range is $12,351,000 per annum

$10,091,000

Professional standards

Knowledge and experience
requirements

$4,991,000

Application for
attorney registration

$17,000

Meet ongoing registration
requirements

$2,171,000

Other ongoing activities

$892,000

Renew registration

Patent attorney accredited
course requirement

$2,826,000

Individual patent and
individual trade marks
attorneys

Trade marks attorney
accredited course
requirement

$2,165,000

Individual combined
patent and trade
marks attorneys

Comply with Code of
Conduct

$1,279,000

$2,912,000

$16,000

$2,895,000

Professional standards - distribution
of regulatory costs by activity type
Knowledge and experience
requirements
29%
Application
49%
Meet ongoing registration
requirements
22%

Numbers may not add due to rounding
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2. Key findings
Professional Standards

The following graphs outline the distribution of the regulatory costs by the key activities and methods individuals and businesses use to interact with the system, and the
estimated regulatory costs expressed as a range.

Distribution of regulatory costs by activity and cost type

Distribution of regulatory costs by activity type (by cost range)

$8,000,000
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$4,000

$7,000,000

$3,500

$6,000,000

$3,000

$5,000,000

Dollars (000's)

$2,500

$3,000,000

$1,500

$3,877,000
$3,101,000

$2,772,000
$2,171,000
$1,571,000

$2,000,000

$1,000

$1,000,000

$500
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$0

$6,881,000
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$0
$0
$0
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Application
$0
$0
$0
$17,000

Ongoing
requirements
$0
$0
$0
$2,171,000

Other ongoing
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$0
$0
$0
$2,912,000

KPMG and the KPMG logo are registered trademarks of KPMG International.

$1,947,000

$22,000
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2. Key findings
Regulatory costs incorporating the financial costs
The analysis above outlines the total compliance costs of meeting IP
Australia’s regulatory requirements. That is the time and effort
expended by Australian businesses and individuals interacting with
Australia’s IP system.
In addition to compliance costs, those interacting with IP Australia’s
regulatory system also pay fees. These fees are paid to IP Australia to
recover the costs of administering the system. The table on the right
outlines that Australian businesses and individuals paid an estimated
$47.7 million in fees associated with the activities included within the
scope of this study. These fees represents about 19% of the total
regulatory costs.

Estimated IP Australia fees

(Australian businesses and individuals)

$1,304,000

$658,000

$558,000
$13,074,000

Patents
Trade Marks
Designs
Plant Breeder's Rights
Professional Standards
$32,096,000

Numbers may not add due to rounding
Numbers may not add due to rounding
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